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DISPUTE RESOLUTION SERVICE

D00018226

Decision of Independent Expert

Booking.com BV

and

Mr Russell Maher

1.
The Parties:

Lead Complainant: Booking.com BV

Herengracht 597

Amsterdam

1017 CE

Netherlands

Respondent: Mr Russell Maher

Apt 3664

Chynoweth House

Trevissome Park

Truro

TR4 8UN

United Kingdom

2. The Domain Name(s):

bookingyeah.co.uk

3. Procedural History:

I can confirm that I am independent of each of the parties. To the best of my knowledge and belief, there are no facts or circumstances, past or present, or that could arise in the foreseeable future, that need be disclosed as they might be of a such a nature as to call in to question my independence in the eyes of one or both of the parties.
21 November 2016 16:16  Dispute received

22 November 2016 15:36  Complaint validated

22 November 2016 15:39  Notification of complaint sent to parties

09 December 2016 01:30  Response reminder sent

14 December 2016 09:31  Response received

14 December 2016 09:32  Notification of response sent to parties

14 December 2016 12:11  Reply received

14 December 2016 12:11  Notification of reply sent to parties

14 December 2016 12:11  Mediator appointed

14 December 2016 13:55  Mediation started

14 December 2016 13:55  Mediation failed

14 December 2016 13:56  Close of mediation documents sent

14 December 2016 15:21  Expert decision payment received

4. Factual Background

4.1 The Complainant is a company incorporated in the Netherlands which runs an online accommodation reservation service. 

4.2 The Complainant’s main brand is BOOKING.COM.  It also has a sub-brand called BOOKING.YEAH.  

4.3 The Complainant has a European Union registered trade mark for the mark BOOKING.YEAH.  This was registered as of 28 June 2013.  

4.4 In February 2014 the Complainant launched an advertising campaign in the UK relating to its sub-brand i.e. BOOKING.YEAH.  These adverts were shown on national TV and in cinemas.  They also attracted a high number of complaints to the Advertising Standards Authority (“ASA”)  (which were not upheld by the ASA) . 

4.5 The Complainant has used the BOOKING.YEAH brand in the UK since February 2013 and owns the Twitter handle @BOOKINGYEAH.  In addition, the Complainant also owns a number of domain names including booking.co.uk and bookingyeah.com.  

4.6 The Respondent is an individual whose address is in Truro.  

4.7 The Domain Name was registered as of 12 October 2014.

4.8 The Domain Name does not currently link to an active website.  Previously, it has linked to a website which included a screen inviting the user to, “Find great hotel deals today!” which was then redirected to a price comparison website at www.hotelscombined.com.  
5. Parties’ Contentions
Complainant’s submissions
Rights

5.1 The Complainant submits that it has Rights in the name BOOKING.YEAH for two main reasons.   Firstly, because of the Complainant’s use of this name or mark and, secondly, because of the Complainant’s European Trade Mark Registration for BOOKING.YEAH which was registered as of 28 June 2013.
5.2 In relation to its use of BOOKING.YEAH the Complainant submits that it has an established substantial goodwill in the mark BOOKING.YEAH because of its widespread commercial use of the brand for its advertising campaign in respect of its on-line accommodation reservation services.   This campaign has run throughout the whole of the UK since 16 February 2014.

5.3 The Complainant’s UK advertising campaign for BOOKING.YEAH was the first for the Complainant and was shown on national television and in cinemas.   It attracted attention within the industry and with the public and the Complainant has provided examples of a number of news articles and on-line discussions about this advertisement campaign.   Indeed, this campaign received the second highest number of complaints to the Advertising Standards Authority (ASA) for the years 2014 and 2015.

5.4 The Complainant submits that its BOOKING.YEAH brand has been used in the UK since February 2013 and is still in use by the Complainant today.   It can be seen on Twitter at @BookingYeah and is associated with the hashtag #BookingYeah with 3,418 followers.   Additionally, the Complainant uses the domain name bookingyeah.com which redirects to its main website at www.booking.com.   
5.5 The Complainant points out that it is not possible to use the dot symbol within a domain name and therefore it uses its mark without the dot symbol, i.e. as BOOKINGYEAH, when it comes to registering domain names.

5.6 The Complainant relies on the laws of passing-off and admits that it can establish the classic trinity of requirements for an action for passing-off, i.e. goodwill, misrepresentation and damage.

Abusive Registration

5.7 The Complainant submits that the Domain Name was registered on 24 October 2014 some
 11 months after the Complainant’s trade mark was registered and over 8 months since the Complainant’s high profile UK advertising campaign was launched.

5.8 The Complainant relies on a number of paragraphs of Nominet’s DRS Policy (“the Policy”) to support its submissions that the Domain Name is in the hands of the Respondent an Abusive Registration.

· Paragraph 5.1.6 of the Policy

5.9 The Complainant relies on paragraph 5.1.6 of the Policy, i.e. “the Domain Name is an exact match (within the limitations of the character set permissible in domain names) for the name or mark in which the Complainant has Rights, the Complainant’s mark has a reputation and the Respondent has no reasonable justification for having registered the Domain Name”.   In support of this, the Complainant says the following:

5.9.1 The Domain Name contains the identical words to the Complainant’s earlier trade mark but without the dot symbol in between the two words.   Consequently, the Domain Name is as identical to the earlier trade mark as it is possible to be for a top level .co.uk domain name within the limitations of the character set permissible.

5.9.2 The Complainant has a substantial reputation in the earlier trade mark, pre-dating the date of registration of the Domain Name as the Complainant has demonstrated in the “Rights” section.

5.9.3 The Respondent uses the Domain Name for a website which appears to be a search page for accommodation reservations.   However, this search facility does not function and visitors to the website who try to use the search page are automatically directed to www.hotelscombined.com which is a meta-search engine for on-line accommodation reservation (aggregating search results of a wide range of on-line accommodation service providers, amongst which are many competitors of the Complainant).

5.9.4 The Respondent is not authorised by the Complainant and has no legitimate right to use the earlier trade mark for on-line accommodation reservation services.

5.9.5 The combination of words as featured in the earlier trade mark is unusual and uncommon in the language of consumers and the trade of on-line accommodation reservations.   It is a distinctive mark and is not generic.   The words are highly unusual when paired together in this specific and distinctive combination and cannot sensibly refer to anyone else other than the Complainant.

5.9.6 There is no legitimate reason why the Respondent would have chosen this specific combination of words for its domain.   

5.9.7 The Respondent is not using the Domain Name for legitimate non-commercial or fair use.   Use of the Domain Name is commercial and it is not used for tribute, comment or criticism of the Complainant or to refer to the Complainant’s services.   Neither is the Respondent using the Domain Name in connection with the general offering of goods or services because the Respondent’s website is not a genuine on-line accommodation reservation search tool and merely redirects visitors to the business of another through deception.
5.9.8 The commercial use which the Respondent does make of the Domain Name is not genuine and legitimate because the Respondent adopts the strategy of deception and identifies himself as a non-trading individual in the WHOIS details of the Domain Name registration.

5.9.9 The only possible reason the Respondent chose the Domain Name is to deliberately deceive and divert Internet users looking for the Complainant’s earlier trade mark, which at the time of registration of the Domain Name, was already well-known to the average UK consumer by virtue of a widespread and long lasting advertising campaign throughout the whole of the country.

· Paragraph 5.1.2 of the Policy
5.10 The Complainant also contends that the Domain Name is an Abusive Registration under paragraph 5.1.2 of the Policy, i.e. “the Respondent is using or threatening to use the Domain Name in a way which has confused or is likely to confuse people or businesses into believing that the Domain Name is registered to, operated or authorised by, or otherwise connected with the Complainant”.   In support of this submission, the Complainant submits as follows:

5.10.1 The Complainant relies on the Respondent’s use of the Domain Name as detailed above.

5.10.2 The Complainant also points out that the Complainant uses the title, booking.yeah, i.e. not the Domain Name or simply BOOKINGYEAH in the sub-title of its website.

5.10.3 In the absence of any visible branding on the Respondent’s website to indicate the true source or origin of the services offered by the Respondent, users who are unfamiliar with the look and feel of the Complainant’s own website will not know when they arrive at the Respondent’s website that it is not provided by the Complainant.   Further, the only visible indication or the potential source of the website (being the domain name and the title of the website) shows only the Complainant’s own trade mark and therefore consumers are highly likely to be deceived in thinking that the Domain Name is registered to, operated and authorised by the Complainant.
5.10.4 The source code of the web page which is linked to the Domain Name is deliberately designed to mislead the user into believing that the Domain Name is operated by the Complainant.

5.10.5 A Google search for the mark, BOOKING.YEAH, reveals the Respondent’s website as the first unpaid for or “organic” search result out of nearly 12,500,000 results.   These results also identify the Respondent’s website as booking.yeah rather than the Domain Name.   This has been deliberately engineered by the Respondent’s metatags in its source code.

5.10.6 The description that the Respondent uses in its source code for its website is extremely similar to the description used on the Complainant’s website, www.booking.com. The Respondent uses the following metadata in its source code:
<meta name="description" content="Big savings on hotels in 65,000

destinations worldwide. Browse hotel reviews and find the guaranteed best

price on hotels for all budgets.">
The Complainant’s website at www.booking.com contains the following description:
“Big savings on hotels in 96000 destinations worldwide. Browse hotel reviews and find the guaranteed best price on hotels for all budgets.”
5.10.7 The Respondent uses “key words” in its source code which contain the Complainant’s trade marks in a deliberate attempt to confuse consumers and search engines that the Respondent’s website is operated by the Complainant.   These keywords include booking.com, booking.co.uk, booking.yeah and bookingyeah.

5.10.8 The Complainant relies on the earlier DRS case of Yahoo! Inc and Alfa Infosystem DRS16905 (19 February 2016) to support its contentions in this respect.

· Paragraph 5.1.1.3 of the Policy

5.11 The Complainant also relies on paragraph 5.1.1.3 of the Policy, i.e. “the Respondent has registered or otherwise acquired the Domain Name primarily for the purposes of unfairly disrupting the business of the Complainant.”   In support of this submission the Complainant says as follows:
5.11.1
The Respondent is diverting Internet traffic searching from the Complainant’s brand, booking.yeah, to an alternative on-line accommodation reservation service.   This diversion of traffic is caused by the factors set out above.

5.11.2 The diversion of Internet traffic disrupts the business of the Complainant by (i) gaining an advantage for an alternative accommodation service provider and (ii) disadvantaging the Complainant by reducing the potential visits for the Complainant’s own website which otherwise would have visited the Complainant’s website because they were searching for the Complainant’s brand.   Any loss of visitors by diversion of internet traffic will have a direct detriment to the revenue of the Complainant. This diversion of internet traffic is clearly unfair because the Respondent uses the Complainant’s earlier trade marks to accomplish the diversion.

5.10.3 
The Respondent’s registration prevents the Complainant from registering the Domain Name itself and this also unfairly disrupts the Complainant’s business.

5.10.4 In the absence of any legitimate reason for such unfair use, it can only be assumed that the Respondent deliberately used the Domain Name primarily for the purpose of unfairly disrupting the business of the Complainant.
Respondent’s Submissions

5.12 The Response reads as follows:

“They can have the domain transferred back to them, but I would like all my costs covered since owning the domain name.   This includes registration and renewal of the domain, hosting, web design, promotion and advertising costs”.   

Complainant’s Submissions in Reply
5.13 In Reply the Complainant says as follows:

“The Complainant rejects the Respondent’s request for costs.

The Complainant sees no basis for Mediation and awaits the appointment of an Expert and the issuance of the Expert Decision as soon as possible”.

6. Discussions and Findings
6.1. Paragraph 2.1 of the Policy requires that the Complainant must prove, on the balance of probabilities, that:
2.1.1
The Complainant has Rights in respect of a name or mark which is identical or similar to the Domain Name; and
2.1.2   
The Domain Name, in the hands of the Respondent, is an Abusive Registration.

Rights
6.2. As a first step I must therefore decide whether the Complainant has Rights in respect of a name or mark which is identical or similar to the Domain Name.
6.3. The definition of Rights in the Policy is as follows:
Rights means rights enforceable by the Complainant, whether under English law or otherwise, and may include rights in descriptive terms which have acquired a secondary meaning.
6.4. This has always been treated in decisions under Nominet’s DRS as a test with a low threshold to overcome and I think that must be the correct approach.

6.5. I have no doubt that, on the balance of probabilities, the Complainant has Rights        in the word or mark BOOKING.YEAH.   The Complainant is the registered proprietor of an EU trade mark for the mark BOOKING.YEAH.   It is also clear that the Complainant has been using the mark BOOKING.YEAH in relation to its on-line accommodation reservation service for some time and that this name or mark has been featured in a fairly high profile advertising campaign in the UK which was launched in February 2014.

6.5
The name or mark in which the Complainant has Rights, i.e. BOOKING.YEAH, differs only from the Domain Name by the absence of the dot and the addition of the first and second level suffix, .co.uk, in the Domain Name.   It is not of course possible to register a .uk or .co.uk domain name using the dot symbol and I therefore conclude that the Complainant has Rights in a name or mark which is identical to the Domain Name.
Abusive Registration

6.6.  Abusive Registration is defined in Paragraph 1 of the Policy as a domain name which either:
i. was registered or otherwise acquired in a manner which, at the time when the registration or acquisition took place, took unfair advantage of or was unfairly detrimental to the Complainant’s Rights; or
ii. is being or has been used in a manner which has taken unfair advantage of or has been unfairly detrimental to the Complainant’s Rights.

6.7. This definition requires me to consider whether the Domain Name is an Abusive Registration either at the time of registration/acquisition or subsequently through the use that was made of it. 
6.8. Paragraph 5 of the Policy provides a non-exhaustive list of the factors which may constitute evidence that a Domain Name is an Abusive Registration and Paragraph 8 of the Policy provides a non-exhaustive list of the factors which may constitute evidence that the Domain Name is not an Abusive Registration.  
6.9. The Policy requires the Complainant to prove, on the balance of probabilities, that the Domain Name is an Abusive Registration.  The burden of proof is therefore firmly on the Complainant.  
6.10. In order to make a finding of Abusive Registration it is reasonably common ground amongst Nominet Experts that, in all but a minority of cases, there must be an element of knowledge on the part of the Respondent in the sense that the Respondent must, on some level, be aware of the Complainant’s Rights.  In some cases where the name in which the Complainant has Rights is particularly well known this will be fairly obvious and straightforward while in other cases where the name in which the Complainant has Rights is less well known and/or where there are other meanings or uses which can be made of the name this will require substantial evidence from the Complainant.
6.11. The position on knowledge has been summarised by Nominet’s Appeal Panel in the earlier case of Verbatim Limited -v- Michael Toth DRS04331 and it is convenient to reproduce the following paragraphs from the Appeal Panel’s decision here. Note however that the Appeal Panel were referring to a previous version of the Policy. I have therefore included the references to the equivalent provision of the latest version of the current Policy in square brackets :
In this Panel’s view the following should be the approach to the issues of knowledge and intent in relation to the factors listed under paragraph 3 [paragraph 5] of the Policy:

First, some knowledge of the Complainant and/or its brands/rights is a pre-requisite for a successful complaint under all heads of the DRS Policy other than paragraph 3(a)(iv) [paragraph 5.1.4] (giving false contact details).  The DNS is a first-come-first-served system.  The Panel cannot at present conceive of any circumstances under which a domain name registrant, wholly unaware of the Complainant and its Rights, can be said to be taking unfair advantage of or causing unfair detriment to the Complainant’s Rights.

Secondly, “knowledge” and “intention” are pre-requisites for a successful complaint under all heads of paragraph 3(a)(i) [paragraph 5.1.1] of the Policy.  The wording of that paragraph expressly calls for the relevant intent, which cannot exist without the relevant knowledge.

Thirdly, “intention” is not a necessary ingredient for a complaint under paragraph 3(a)(ii) [paragraph 5.1.3] of the DRS Policy.  The test is more objective than that.  However, some knowledge of the Complainant or its name/brand is a pre-requisite.

Fourthly, while some knowledge of the Complainant or its name/brand is a pre-requisite for a successful complaint under the DRS Policy (save for a complaint under paragraph 3(a)(iv) [paragraph 5.1.4]), knowledge is not of itself conclusive in favour of the Complainant.  The Expert/Appeal Panel will still need to be satisfied that the registration/use takes unfair advantage of or is causing unfair detriment to the Complainant’s Rights.

Fifthly, when a Respondent denies all knowledge of the Complainant and/or its Rights at the relevant time, that denial is not necessarily the end of the matter.  The credibility of that denial will be scrutinised carefully in order to discern whether, on the balance of probabilities, the relevant degree of knowledge or awareness was present.

Accordingly, in the view of this Panel, for this complaint to succeed, the Complainant must satisfy the Panel, as an opener, that the Respondent was aware of the existence of the Complainant or its brand at the date of registration of the Domain Name.
6.12. The approach that I therefore intend to take in this case is to look at the overall question of whether the Respondent’s registration or use of the Domain Name constitutes an Abusive Registration.  Bound up with that, and indeed central to it, will necessarily be the question of the Respondent’s knowledge of the Complainant’s Rights.  
6.13. In making this overall assessment the nature of the name or mark in which the Complainant has Rights is also clearly a factor.  The more descriptive or generic that name or mark is then the more likely it is that the Respondent simply happened upon the Domain Name as a “good domain name” without necessarily having any knowledge of the Complainant’s Rights.  Obviously the more well-known and unique that name or mark is then the more likely it is that the Respondent registered the Domain Name with the Complainant’s Rights in mind.

6.14. In this case, the Complainant is well known for providing an on-line accommodation reservation service under the name BOOKING.COM.   Further, in February 2014 it ran a nationwide advertising campaign using its secondary brand, BOOKING.YEAH.   Some 8 months after that advertising campaign was launched, the Respondent registered the Domain Name and has used it to provide, what appears to be, a very similar service to the one offered by the Complainant, an on-line accommodation reservation service but which actually links to a more generic search engine for on-line accommodation reservation (which aggregates the data of a wide range of on-line accommodation service providers).

6.15. It might be said that BOOKING.COM is the kind of domain name that one would naturally wish to adopt in relation to accommodation reservation services. It is more difficult to argue that in relation to BOOKINGYEAH as this seems to me to be an unusual combination although it could be argued that the addition of the word YEAH after BOOKING is simply adopting  a colloquial way of speaking and that by placing YEAH after another word the word YEAH emphasises that first word. However to reach such a conclusion i.e. to conclude that the Respondent registered and used the Domain Name without any knowledge of the Complainant’s Rights would be to ignore the other factors in this case including the timing of the Respondent’s registration of the Domain Name – some 8 months after the Complainant’s nationwide advertising campaign, the Complainant’s use and promotion of BOOKING.YEAH and BOOKING.COM  and the use that the Respondent has made of the Domain Name.

6.16.    Indeed, any doubts that I might have had that the Respondent was acting innocently and had simply happened upon a “good domain name” are dispelled if one looks more closely at how exactly the Respondent has used the Domain Name.   Not only has it used this Domain Name in relation to on-line accommodation reservation services, but it has also used it in such a way as to take unfair advantage of the Complainant’s rights.   There are a number of factors in this case which specifically point to this and these include the following:


6.15.1 The Respondent’s selection of the title of its website as booking.yeah (rather than bookingyeah or bookingyeah.co.uk) which is identical to the name in which the Complainant has Rights;

6.15.2
The fact that the description of the Respondent’s website contained in the Respondent’s website’s metatags is the same or very similar to the description used in the Complainant’s website; and

6.15.3
The fact that the Respondent uses as “key words” in the source code for its website the words “booking.com, booking.co.uk, booking.yeah and bookingyeah”.

6.16
 Taking into account all of these factors, it is an irresistible inference that the Respondent knew about the Complainant’s Rights when it registered and used the Domain Name, and the clear impression that one gets from the website to which the Domain Name has been linked is that it is designed to take unfair advantage of the Rights which the Complainant has in the name or mark, BOOKING.YEAH.

6.17  
The Respondent has not put in a substantive response (other than to say that it has no objection to the Domain Name being transferred to the Complainant in return for its costs).   Notwithstanding this, it is difficult to think of a credible explanation for the Respondent’s conduct that is not an Abusive Registration.   I therefore have no hesitation in finding that, on the balance of probabilities, the Domain Name is an Abusive Registration.

7. Decision

I find that the Complainant has Rights in a name or mark which is identical or similar to the Domain Name.   I also find that, on the balance of probabilities, the Complainant has established that the Domain Name in the hands of the Respondent is an Abusive Registration.   I therefore direct that the Domain Name should be transferred to the Complainant.
Signed ……………………..

Dated …………………
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2

