N

o 0o A~ W

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26

THE PATENT OFFI CE
Room A2
Har nswort h House
13- 15 Bouverie Street
London, ECAY 8DP

Friday, 4th May 2001
Bef or e:

MR. S THORLEY QC
(Sitting as the Appointed Person)

In the Matter of the TRADE MARKS ACT 1994
and

In the Matter of Trade Mark Application No. 2031741 by El CHER
LI M TED and opposition thereto under No. 45356 by Matthew
Scott Hol der

and

Trade Mark No. 1514604 in the nane of EICHER LIM TED and
application No. 9188 by David Matthew Scott Hol der for a

decl aration of individuality

Appeal to the Appointed Person fromthe decision of
M. M Reynolds, of 21st July 2000.

(Conput er-ai ded Transcript of the Stenograph Notes of
Marten Wal sh Cherer Ltd., M dway House,
27/ 29 Cursitor Street, London, ECA4Y 1LT.

Tel ephone No: 020 7405 5010. Fax No: 020 7405 5026.)

M5. M HEAL (instructed by David Keltie Associ ates) appeared on
behal f of the Applicant/ Registered proprietor.

MR. M EDENBOROUGH and Ms. BONATI BUS (instructed by Forrester
Ketl ey & Co.) appeared on behalf of the Opponent/Appli cant
for validity.

JUDGMENT
(AS APPROVED)



1 THE APPO NTED PERSON: This is an application by Eicher Limted
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(Ei cher) pursuant to section 76(3) (c) of the Trade Marks Act
1994 to transfer this appeal to the High Court. This appeal
is an appeal to the Appointed Person by M. Hol der, who trades
as the Vel ocette Mdtor Cycle Conmpany, from a decision of

M. Reynolds, the officer acting for the Registrar, given in
opposition and invalidity proceedi ngs bought by M. Hol der.
The opposition proceedings are to the registration of an
application by Eicher to register the words "Royal Enfield" in
a particular script in class 12. The invalidity proceedi ngs
are agai nst another mark registered in class 12, which
cont ai ns anong ot her things, the words, "Royal Enfield". The
full history of this matter is given in M. Reynolds' decision
and it is not necessary, for present purposes, to go in any
great detail into the history. It is sufficient to say this,
that for about the first 70 years of the |ast century, Royal
Enfield Motor Cycles were successfully manufactured and sold
in this country and there is no dispute that, as a result, a
substantial and val uabl e goodwi Il was created. M. Hol der
contends that in 1970 or thereabouts, the conpany responsible
for manufacturing the Royal Enfield notor cycles, Enfield
Cycl e Conpany Limted, ceased manufacture. M. Hol der
contends that the surviving reputation was acquired by his
father in 1971 and that since 1971, his father and then he,
have used the name Royal Enfield inrelation to the production

and sal e of spare parts and replacenent parts for Roya



N

o 0o B~ W

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26

Enfield motor cycles. On the basis of this, the grounds of
opposition were two: First of all, under section 5(4) of the
Act, that any proposed use of the trade marks woul d be |iable
to be prevented by the | aw of passing off; secondly, under
section 3 subsection 6 on the grounds of bad faith. Nothing
turns on the latter so | shall not consider it further.

As indicated, Eicher are the registered proprietor of
the earlier Royal Enfield mark and the applicant for the | ater
one. They claimto be successors in business to a conpany,
Enfield India Limted, who originally assenbl ed Royal Enfield
notor cycles in India and thereafter manufactured them
Ei cher claimto have exported sone of those notor cycles to
the United Kingdom for a nunber of years.

So far as concerns the issue under section 5(4), M.
Reynol ds concl uded on page 14 of his decision, after revi ew ng
all the evidence, that M. Hol der could not claimthe goodw ||
necessary to found an action under section 5(4)(a).
Accordingly, the opposition and invalidity suits failed. It
is agai nst that decision that M. Hol der seeks to appeal to
t he Appointed Person. Plainly, nothing that | say today has
any bearing upon whet her the finding was correct or incorrect
or whether the appeal will succeed or will not succeed.
However, although the finding |I have just referred to was
sufficient to dispose of the matters, Ms. Heal, who appeared
for Eicher before M. Reynolds and on the hearing before ne

t oday, raised certain other grounds in support of her client's
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claims. M. Reynolds proceeded to give his views on those
matters. It isinrelationto those views that Ms. Heal seeks
an order that this appeal be referred to the H gh Court. This
is covered by section 76(3) of the Act, which states:

"Where an appeal is made to an appoi nted person, he may
refer the appeal to the court if, (a) it appears to himthat
poi nt of general |egal inportance is involved, (b) the
Regi strar requests that it be so referred, or (c) such a
request is made by any party to the proceedi ngs before the
Regi strar in which the decision appeal ed agai nst was nade.
Bef ore doi ng so, the appointed person should give the
appel l ant and any other party to the appeal an opportunity to
make representations as to whether or not the appeal shoul d be
referred to the court”.

Plainly in the present case the application is nmade
under section 76.(3)(c). The Registrar has not nade any
request and has nade no observations one way or the other.

Both parties accepted that the correct approach to the
question of whether or not to refer was set out in nmy decision
in Acadeny Trade Mark [2000] RPC 35, where | referred to an
earlier decision of Matthew Cl arke QC, sitting as an appoi nted
person in AJ and AM Levy's trade mark [1999] RPC 291. It is

convenient to set out paragraphs 9 to 15 of that deci sion.

9. The provisions of the Act providing for a right of
appeal to the Appointed Person are significant in that they
provide for a quick and cheap nethod of testing any deci sion
of the Registrar. The fact that no appeal lies fromthe

3
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deci si on of the appointed person enables finality at an early
date. The Act however expressly provides for appeals to the
Appoi nted Person to be referred to the court and | have gai ned
assi stance in considering the circunstances in which the
Appoi nt ed Persons shoul d refer by sone observati ons of Matthew
Clarke QC acting as one of the Appointed Persons in AJ and VM
A Levy's Trade Mark No. 1343470, a decision given subsequent
to a hearing on July 2, 1998. (Now reported at [1999] RPC
291).

10. In that decision, M. Carke referred to the court
t he question of whether there was a residual discretion under
section 46(1) of the 1994 Act to allow a trade mark to remain
on the register in a case where there had been no genui ne use
of the registered trade mark an and no proper reasons had been
established for its non use. M. Cd arke stated:

"At the hearing before me, M. J Pennant, agent for the
applicant submtted that the appeal should not be referred to
the High Court. He enphasised that his client was a private
i ndi vi dual who had deliberately elected to use the appeal
procedure for the Appointed Person under section 76 of the
1994 Act so that a quick, final and relatively inexpensive
decision on the matter of revocation could be obtained. |If
the matter were now to be referred to the High Court, that
obj ective could be defeated since there would then be the
prospect of further appeals and possible reference to the
Eur opean Court of Justice, with all the attendant additi onal
costs and delay that would involve. (It would of course be
conpetent for the Appointed Person if so advised to refer the
i ssue to European Court of Justice). M. Pennant stressed
that there woul d be many new questions of law arising fromthe
provi sions of the 1994 Act and it would be appropriate that
t he Appoi nted Person should seek to deal with these as and
when they arise".

11. M. Carke then went on to cite section 76(3) and
cont i nued:

"On ny reading of those provisions, even if the
Appoi nted Person hinself did not consider that a point of
general legal inportance is involved, he may refer the appeal
to the court where a request is nade by either the registrar
or one of the parties, after he has heard representations
relating thereto. Having said that, | amfirmy of the view
that the power to refer under section 76 should be used
sparingly, otherwise the clear object of the legislation to
provide a relatively inexpensive, quick and final resolution
of appeals by a specialist tribunal woul d be defeat ed.
Moreover, | amof the opinion that it will nornmally be a
matter of particular significance if the Registrar requests
the Appeal to be referred because he considers that it raises
a point of general |egal inportance”.

12. In that case M. Clarke directed that the appeal be
referred to the court because the question of residual
di scretion was not the subject of any authoritative guidance

4
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and because it raised an issue of w de general inportance.
It should be noted that he rejected an attenpt by counsel to
rai se an additional ground for reference as foll ows:

"Counsel also attenpted to persuade ne that there was
anot her reason why the appeal should be referred to the High
Court and that was that the Hearing Oficer had concl uded t hat
t here had been no genui ne use by the regi stered proprietors of
the mark in respect of cigarettes. H s clients wished to
chal I enge that decision having regard to the evidence that
t hey had pl aced before the Hearing Oficer. | should nmake it
clear that I would not have decided to refer this appeal to
the High Court sinply to enable that point to be raised".

13. | accept and intend to apply the principles set out
by M. Clarke. Wilst it is not essential for a reference
that a point of general legal inportance is identified, the
power to refer should be used sparingly and | anticipate that
it wll be rare in the extrene that a reference is made in
ci rcunst ances where a poi nt of general |egal inportance cannot
be identified. The attitude of the Registrar is inportant but
not decisive. The registrar's officers have consi derabl e day
to day experience in matters relating to trade mark
regi strations and applications for revocation. Their views as
to whether a particular point is a point of general |egal
i nportance should be given great weight.

14. So al so should consideration be given to the views
of the party not seeking to refer. The relative inportance of
cost and expense to that party should be taken into account.
Where that party is a large corporate entity, the necessary
cost and expense of |egal advisers is, perhaps, of |ess
significance than in the case where the party in question is
an i ndi vidual or a small conpany or partnership, which has not
gone and does not wish to go to the expense of enpl oyi ng | egal
advi sers.

15. Finally |I believe it is proper to have regard to
the public interest. There are plainly two conflicting public
interests. One is the public interest in having the
uncertainty of a pending application for a trade mark or a
pendi ng application for revocation di sposed of finally at the
earliest possible date, so that not only the parties but rival
traders may know the state of the Register, but, equally,
there is a public interest that inportant point of |aw are
deci ded by the higher courts.

As can be seen, the primary consideration is whether or
not a point of general |egal inportance can be identified.

| ndeed, Ms. Heal did not seek to argue that this was one of

the rare cases where a matter should be referred if a point of
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general |egal inportance could not be identified.

She addressed ne on four potential points of general
| egal inportance, which were originally set out in a letter
dated 16t h Novenber 2000 from her instructing trade mark
attorneys, David Keltie Associates and then repeated and
expanded upon in her skeleton argunent. These are as
foll ows:

(a): "Whether Enfield Cycle Conpany of Redditch Engl and
(ECC) assigned the goodwill in the Royal Enfield trade marks
to Enfield India by reason of passing off by Enfield India in
the UK going unrestrained so that after ECC went into
[iquidation the goodwill in the trade marks continued in
Enfield India, the predecessor entitled to our client -

See Wadl ow, para 2.78, Defacto Assunption Adverse Possessi on,
and page 15 of the Decision". (The reference to Wadl ow bei ng
a reference to Christopher Wadl ow, the Law of Passing Of,
second edition).

(b): "If so, whether use of the trade marks by
M. Holder in selling spare parts to keep classic Royal
Enfield Motor Cycles was use that accrued to the goodw ||
owned by Enfield India and ultimately our client, rather than
M. Holder - see paragraph 16 of the Decision”

(c): "Whether carrying on business in the sale of spare
parts of itself gives rights in any trade marks that are
used. See page 13 of the Decision”

(d): "If the business was not sinply that of retailing
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spare parts but also their manufacture, whether that fact
woul d alter the position. See page 13 of the decision".

| shall start with (d). M. Heal accepted after sone
di scussion that this was a small point and that if sufficient
poi nts of general |egal inportance were not raised by (a) to
(c), she could not succeed under (d) al one.
| agree, and | therefore do not intend to consider (d)
further.

So far as concerns (a), Ms. Heal anplified upon this
bef ore ne and contended that there were two aspects: First of
all, the question of adverse possession and whet her adverse
possessi on could in any circunstances entitle the possessor to
inherit the goodwi || of the possessed.

Secondly, she said that this would be a stronger
argunent if it were possible to denonstrate consent. The
passage in Wadl ow, on which she relied, reads as foll ows:

"I't may happen that what appears to the public to be
one continuous business has in fact been carried on by two or
nore unconnected persons in succession. This may happen by

agreenent, by coincidence or as a result of passing off going

unrestrained. |If the succession is by consent it may be
reasonable to infer an assignnment of the goodwill in the old
busi ness. If not, then although there appears to be no

express authority there is no reason to believe that any
surviving goodw || of the old business accrues to the new.

The new busi ness may generate goodwi Il of its own, but the
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goodwi | I of the old business is sinply extinguished".

The only English authority that M. Wadlow is able to
cite is the case of Pink and Sharwood, [1913] 30 Reports of
Patent Cases 7.25, which was a case where the surviving
reputation of the receiver of an i nsane person was not, on the
facts, capable of being inherited by the alleged insane
person, when he restarted his business. Nonetheless, on the
basis of M. Wadl ow s observations, Ms. Heal said there was a
poi nt of |egal inportance that needed to be answered in this
case.

M . Edenborough, who appeared on behalf of M. Hol der,
observed that the | aw of passing off has been in existence for
many years and that although this may be a question of
interest to lawers, it was not one that was of sufficiently
general |egal inportance for the sinple reason that it had not
arisen. | can see the forcein this. Al though the origins of
the | aw of passing off are a matter of sone debate anobngst
| egal historians, certainly since MIIlington and Fox in 1838,
it has been clear that the courts will intervene to protect
the m suse of a reputation w thout proof of deceit.
Therefore, for well over 150 years, this point has not arisen
for decision. Equally, M. Wadlow s coments are not founded
upon any authority. The only authority (insofar as it gives
any gui dance) appears to give gui dance contrary to Ms. Heal's
submi ssions. | do not believe that a decision on this point,

even if it turns out to be necessary on this appeal, would, in
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the process of tine becone anything other than, at best, a
legal curiosity. | think it is nore likely to disappear into
wel | deserved obscurity, save, perhaps, in subsequent editions
of M. Wadlow s book. | amtherefore not satisfied that this
point, although it is a point that may arise for decision, is
a point of sufficient |legal inportance to warrant ny
transferring this appeal.

| nsof ar as an argunent is to be devel oped upon a
qguestion of consent, and the transfer of reputation by
consent, M. Edenborough suggested this was primarily a
guestion of fact, and | agree. | do not believe that there
is any serious issue of law that arises once the facts have
been det erm ned.

| turn then to (b) and (c), which | believe can be taken
together. M. Heal said that any | aw on spare parts was
singularly lacking. There was, she said, no decision as to
the extent to which a dealer in spare parts created goodw ||
and the extent to which that goodw Il woul d accrue to the
owner of the trade mark and/or enhance the reputation of the
manuf acturer of the original goods, as opposed to the deal er
in the spare parts. Again, it seens to ne that this is, in
essence, a question of fact. Once the facts are finally
determ ned, the question of to whomthe reputation accrues,
whet her to the manufacturer or the dealer in spare parts or
both, will be ascertainable. Again therefore, | am not

satisfied that any point of general |egal inportance arises.



10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26

As indicated in ny decision in Acadeny, that is not
necessarily an end of the matter, but in this case | believe
it is.

M . Edenborough suggested | should be conscious of the
fact that his client wished to appeal to this tribunal and not
to the High Court; that he was in a small way of business;

t hat he had chosen to retain as his advisors experienced trade
mark agents but local to himin Birmngham and that it would
t herefore be unnecessarily burdensome on himto refer the
matter against his wishes. Wile these are obviously points
that I can take into account, |I do not believe it is necessary
to do so, since on the facts of this case, | can identify no
proper general point of general |egal inportance and therefore
it would be a wong exercise of nmy discretion to refer in any
case.

Finally, | should deal with one subm ssion of
M . Edenborough, which is that the reference in section
76(3)(a) to a point of general |egal inportance should be
[imted to questions of trade mark aw. Although it does not
arise for consideration in the present case, ny prelimnary
viewis that that is entirely wong. |In the present case, the
i ssues of passing off arise expressly because of the | anguage
of section 5(4) of the Trade Marks Act and, equally, questions
of copyright |law may ari se under other provisions. The
question that has to be determ ned under section 76(3) is, in

nmy judgnment, a very general one: |s there a point of general
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THE

THE

| egal inportance that would be better decided in the Courts
because of its inportance. As | say, that question does not
arise for decision in this case. | therefore refuse this
appl i cation.

EDENBOROUGH: Thank you sir. You have seen from ny skel eton
argunent, | have asked for a contribution towards costs of
this application.

HEARI NG OFFI CER:  Yes.

EDENBOROUGH: Sir, | urge that upon you. | think it would be
only appropriate it be upon the scale, so | wll not ask
outwith the scale. It is only a short interlocutory

application, but every bit hel ps.

HEAL: | have no subm ssions to nmake on costs.

HEARI NG OFFICER: | think it is appropriate that, having
failed, that you should pay costs. | think it is appropriate
also that it should be on the relevant scale. | therefore

direct that there be a contribution of £400 in respect of the
costs of this application.

EDENBOROUGH: Can | ask for clarification of wthin what

peri od that should be paid?

HEARI NG OFFICER. | will make no order as to paynment until

after the hearing of the appeal and then any orders can go

together. | should say this application has been del ayed
t hrough no fault of the parties. | think this hearing ought
to come on as soon as possible. | amtaking a selection of
appoi nted person cases at the beginning of July. | do not

11
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know i f a conveni ent date can be fixed for that,

not do it now.
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