10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

(After a short adjournnent)

THE HEARI NG OFFI CER:  Thank you for allowi ng that early

adjournnent. | will now give ny deci sion.

The proceedi ngs today concern an application by Inte
Corporation to anend European Patent (UK) 0804763 and an
opposition to that amendnent by Via Technol ogi es
I ncorporated. So far, we have had the statement and the
counter-statenent, and it has taken us one hearing to get
that far. W have not yet got any further.

The issue before ne today is a request by the
opponents, Via, for disclosure of all docunents relevant to
the pl eaded issues and failing that, or possibly even as well
as that, for reversal of the normal sequence of evidence
rounds. | will explain this latter point. Before the
O fice, in section 27 proceedings, it is normal for the
opponents to provide evidence first, then for the patentee to
provi de evi dence and then for the opponent to provide
evidence in reply, but Via were arguing that it should be the
other way round. Intel are resisting both these requests.

It is common ground that there is a heavy onus on the
patentee, to quote fromSnmth Kline & French v. Evans Medi cal
Ltd. [1989] F.S.R 561:

"The onus to establish that anmendments shoul d be

all owed is upon the patentee and full disclosure nust

be made of all relevant matters. If there is a
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failure to disclose all relevant matters, anendnent

will be refused.”

This norning Via also accepted that th

s "full

di scl osure" could conme in the statenent of reasons by way of

what is now called "disclosure" and used to be called

"discovery". (I will try to distinguish in this decision

bet ween the two because we have "di scl osure”
di fferent neanings.) Via accepted that "ful

could al so cone in the evidence

used with two

di scl osure"

They argued that if a request to anend was opposed,

there was an obligation on the patentee to go beyond the

statement of reasons and to disclose -- and that is
di scl osure in a nmodern sense -- all the relevant docunents in
the light of the objections that had been raised.

They al so expressed concern that if they had to go

first on the evidence rounds and they could not provide any

evidence in respect of sone of the objections they had nmade

to the statenent of reasons for anmendnent put
Intel, then Intel m ght be able to argue that
take account of those objections because Via
support their case.

Intel on their part largely argued that

of reasons was the prime place for themto d

that is mentioned in Snmith Kline and if they failed they were

the ones who were going to | ose out because

forward by
| could not

had failed to

t he statenent

scharge the onus

woul d end up
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exercising ny discretion and not allow ng the amendnents.
They al so said that, if in fact Intel did not provide
evidence in respect of sone of their grounds of objection,

they would not be arguing | had to discount them |Indeed,

they made the point that I would still have to consider them
in exercising ny discretion. | agree with Intel on this
-- whether or not Intel provide evidence, | would still have

to consider the grounds of objection in deciding whether to

exercise ny discretion. Further, it may be there are issues
on which evidence is not necessary because they are evident

on the face of the statenment of reasons.

| therefore have two issues to decide: the question of
di scl osure and the question of the order of the evidence
rounds. | will deal with disclosure first.

The request that the opponents, Via, have made is
effectively for what is called "standard di sclosure" in Hi gh
Court ternms. |In nmodern parlance, post Wolf standard
di sclosure. Disclosure is not normal in Patent Ofice
proceedi ngs and there is case law to support that. Al though
this case was not nentioned this nmorning, | do not think it
is contentious. In Merrell Dow Pharmaceuticals Inc's
(Terfenadi ne) Patent [1991] R P.C. 221 Al dous J. said:

"It should not nean that the burden of discovery [as it

was cal l ed then] shoul d becone nore wi despread in

Patent Ofice pleadings. It is not normal in



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

proceedi ngs before the Comptroller for there to be

di scovery and experience has shown that discovery has

not been necessary in nost cases which, in the past,

have conme before him"
In the light of that, as | say, it is not nornmal for there to
be di sclosure in proceedings before the Ofice in contrast to
proceedi ngs before the High Court. That does not nean to say
it is not granted -- | have granted it on a nunber of
occasions -- but it is the exception rather than the rule. |
have to say too that as far as | know the Conptroller has
never granted Hi gh Court style "standard disclosure”. She has
only ever granted specific disclosure. Again, there is
nothing in the rules to stop me granting standard di scl osure,
but I think | need a very good reason to do it.

Let nme look at the reasons there might be in this case.
Vi a have taken ne through sone case law, and I will run
briefly through it. First of all, Smth Kline itself, which
is the daddy of all these cases. It tal ks about the onus on
the patentee to make full disclosure of all relevant matters.
I think it is now accepted by Via that "disclosure"” there
does not necessarily nmean disclosure in its nodern sense
because nodern disclosure was then called "di scovery"
Accordingly, | do not read this case as requiring disclosure
in the nodern sense

Anot her case we did not discuss nuch this norning, but



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

it was in the skeleton argunents, was Hsiung' s Patent [1992]
R P.C. 497 where Aldous J. (as he was then) said that:

"The patentee has a duty, whether discovery was sought

or not, to make full disclosure of all relevant

matters."
In ny view the words "whether discovery was sought or not"
clearly inply that discovery, as it was then, disclosure as
it would be called now, was not necessarily essential in
anendnment proceedi ngs.

Anot her case referred to this norning was Coal Industry
(Patents) Limted [1994] R P.C. 661 where Jacob J. said that
"the behaviour of the patentee did call for explanation and
evi dence and not nerely argunent."” However, there were sonme
peculiar circunstances in this case and it was in that
context that the judge was saying the patentee's conduct had
not been adequately explained. | do not see anything in this
judgrment that says there has to be disclosure in all cases.

Coming to some nore recent cases, which are
particularly relevant because they post-date the reform of
civil justice initiated by the Wolf report, | was referred
to Kinmberly-Clark v. Procter & Ganble [2000] R P.C. 422. This
was in the Court of Appeal and Al dous L.J said on page 438:

"At the present tinme the obligation on disclosure has

been curtailed with the advent of active managenent of

cases by the judges. For exanple, consideration of
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the anmended statenent of opposition prior to the

par agr aphs being struck out could suggest that it was

possi bl e that no disclosure by Kinberley-C ark woul d

be necessary to determne the issues of covetousness

that are raised. In ny view, what is needed is not a

curtailnment of the discretion given by section 75 of

the 1977 Act, but active case nmahagenent so as to
require proper particularisation of the allegations,
and the elimnation of fishing and abusive requests

for disclosure.”

My reading of that is again a clear sign that disclosure in
the nodern sense is not automatically required i n anendnent
pr oceedi ngs.

Finally, the nost recent case Oxford Gene Technol ogy v.
Affymetrix [2001] R P.C 310 at page 317. This is Al dous L.J.
again. There was a question of what points were in issue, in
ot her words, what objections were being nade to the reasons
given for the anmendnents sought and he sai d:

"Any disclosure should be linted to that issue and

only ordered if necessary. An opponent nay raise

ot her grounds of abuse, but they should be properly

particul ari sed before wi der disclosure becones

potentially necessary."
Then further down, still on page 317, he says:

"The obligation to disclose material, facts and matters
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does not require the disclosure of documents and | can

see no warrant for a patentee throwing all his

docunents at the court as a policy of caution.™

The conclusion | draw fromall this case law is not the
conclusion that Via have drawn. | think there is a clear
message that disclosure is not always necessary in anendment
proceedi ngs. The obligation on the patentee to give full and
frank "disclosure” in a Snmth Kline sense is primarily met in
the first instance by the statenent of reasons, not by
ordering nodern-style disclosure. | amnot saying that
di scl osure woul d never be appropriate, but in this case | am
not satisfied the argunents put forward by Via are sound and
I refuse the request for disclosure.

I will now go to the second issue, which is the order
i n which the evidence rounds should be presented.

I think the real underlying problemhere is the
question of onus. Via take the viewthat it is the patentee
who is seeking the anendnents. The onus is on the patentee to
justify being allowed those anmendnents. There is no onus on
the opponent other than to plead the reasons why they think
there are doubts about the patentee's case.

They further argue that it is the patentee who has al
the information as to his state of m nd, why he wants to make
these amendrments, what he did and did not do and, of course,

all this is highly relevant to the exercise of discretion.
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All that information is with the patentee.

Intel look at this froma different angle. They say
that, "It is the opponents who are objecting. They are the
ones who think that what we have said is not good enough and
the onus is on themto justify the objections they are
meki ng. They cannot disniss the onus on themjust |ike that.
They did not have to object.” They also say they cannot file
their evidence until they know what Via are going to present
as the basis of their objections.

I think what these points highlight is the unusua
nature of opposed anendnment proceedings. In nost |egal
proceedings the onus is clearly on one side or the other. In
opposed anendnent proceedi ngs, the onus is nuch nore evenly
split between the patentee and the opponent to the anendnents
and therefore the question of who should go first with their
evi dence does not fall out naturally. | think that is why
there is so much ground for argument on this issue.

Because of this, | feel | could justify ordering the
evi dence rounds to go either way. | think either option
woul d be entirely defensible because there is a split onus
her e.

Hi storically in opposed amendment proceedi ngs before
the Ofice it has been normal for the opponent to go first.

I will interject here to comment on sonething | nentioned

this norning and which |I have actually researched a little
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over lunch. The Ofice issued a Tribunal Practice Notice 1
of 2000 in 2000 in which it addressed a nunber of issues,

i ncl udi ng the question of whether the order of evidence
rounds in revocation proceedi ngs shoul d be changed. On the
basis of its consultation with the interests, it ended up
changing the order. | said this norning it is a bit
surprising that nobody suggested altering the sequence of
evi dence rounds on opposed anendnent proceedi ngs too.

I can confirmto you that the issue was never raised,
and so it was never thought about at the tinme. Thus | read
nothing into the fact that the Tribunal Practice Notice did
not mention it.

The reason this is relevant is, having said that in
opposed anendnent proceedings in the Ofice it is normal for
the opponent to go first in the first evidence rounds, in
H gh Court proceedi ngs, where we have amendnment under section
75 and where the situation, fromwhat was put to ne this
nmorning, is very simlar in that the patentee still has to
provide a full statenent of reasons before it gets off the
ground, it is normal for the patentee to go first. | say it
is "normal" because | recognise that in the Hi gh Court there
will usually be a case managenent conference and the judge
will then decide whether or not to deviate fromwhat m ght be
normal . However, the normal practice is for the patentee to

go first in the Hi gh Court, whereas it is normal practice for
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the opponent to go first before the Ofice

I can see no good grounds for there to be a difference
in practice. For that reason, given, as | have said, that
the onus is split fairly evenly between the two sides, and
for consistency with the H gh Court, | feel past Ofice
practice should now be changed and we should align with the
Hi gh Court. Accordingly, | order the patentee to file the
first evidence round.

That concl udes ny decision on the two issues that were
before me. In short, no order for disclosure, but the first
evidence round will be the patentee's not the opponents

I think I now need to make cl ear what the next steps
are and the tinmetable for the next step, and then | need to
deal with the question of costs in respect of this hearing.

Ref erence was made this norning to a so-called order of
the Conptroller, which is in fact a letter of the 31lst
Cctober issued by the Ofice. It proposed that the evidence
rounds be the opposite way round to the way | have now
decided they will be.

The position is now that the patentee nmust file their
evidence within six weeks fromtoday. The opponent will then
have six weeks to file their evidence. Then the patentee
will have six weeks to file evidence in reply.

| hope that can go ahead smoothly. | did in the |ead

up to this hearing make a specific request that if there are

10



any other procedural issues they be brought up now rather
than have a | ong succession of prelininary hearings. |
recogni se that evidence rounds may thensel ves trigger further
i ssues, but subject to that, | hope the action can proceed
snoothly without a |ong sequence of prelimnary hearings to

sort out issue after issue.

After certain practical matters arising fromthe decision had been
di scussed, the Hearing Oficer then addressed the question of
costs:

THE HEARI NG OFFI CER: Fi ne. Thank you very nuch indeed. Do either
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17

of you wish to address ne on costs in respect of this
hearing, bearing in mnd the Conptroller has now indi cated
that we will consider costs in respect of a prelimnary

hearing at the prelinminary hearing?

PACGE: | made an application within my response to you in
witing. | still have a doubt that an oral hearing was
actually necessary. | would have hoped you m ght have dealt

with it on paper. The nmatters were fairly well canvassed in
cor respondence.

The result you have cone to is a finding in nmy favour

11



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

THE

MR.

THE

with regard to the issue of disclosure. Against ne on the
grounds of evidence, but that is against the nornmal decision
that | was entitled to rely upon.

In those circumstances | think I can still apply for an
order for costs, but what | would propose, if it is
satisfactory to ny friend, is that while you do have power to
deal with them now, on the previous occasion we elected to
|l eave all these matters over until the end of the day on the
basis that there may be sonme for and there may be sone
against. You might want to do equity at the end of the day
rather than on an individual basis.

I am happy to put forward ny arguments unl ess you are
happy wi th such an arrangenent that we deal with it as we did
bef ore?

LYKI ARDOPOULCS: It seens sensible to ne to | eave costs.
HEARI NG OFFICER. | am quite happy with that. The purpose of
dealing with costs at a prelimnary hearing is to drive the
message home to people who insist on prelininary hearings
unnecessarily that this is not approved. |In this instance
have to say | cane here thinking that the hearing was
unnecessary. In the event | have ended up going in a way |
did not expect to go when I was conming up on the train this
nor ni ng.

PACE: You have changed procedure.

HEARI NG OFFI CER: | have changed procedure. It only remains

12
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for me to say that as this was a hearing on procedura

matters,

much.

t he appea

period is two weeks.

Thank you both very
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