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Background

1. On 11 October 1996 Lucent Technologies Inc applied to register the trade mark LUCENT
TECHNOLOGIES for the specification of goods and services shown in the Annex to this
decison.

2. The gpplication is numbered 2112625.

3. On 28 October 1997 Lucent Lighting UK Limited filed notice of opposition to this
goplication. They are the proprietors of the following regigtration:

No. Mark Class Specification
2028757 11 Electricd lighting and
parts and fittings therefor.

Mcent

4. They say they have made extensive use of the mark LUCENT in connection with their
range of dectrica productsincluding lighting. On the bad's of these circumstances they raise
objections under Section 5(2)(b), 5(3) and 5(4) of the Act. They have aso raised an objection
under Section 3(6) but this was withdrawn shortly before the hearing

5. The applicants filed a counterstatement denying the above grounds. They suggest too that
the opposition is frivolous insofar asit gppliesto certain of the goods applied for and that
there is no case to answer in respect of the goodsin Classes 14, 18, 21, 25, 26 and 28.

6. Both sdes ask for an award of costs in their favour.



7. Both Sdesfiled evidence. The matter came to be heard aong with two other related
actions between the parties on 17 September 2002. The gpplicants were represented by Mr J
Méllor of Counsel instructed by Grant Spencer Caidey & Porteous and the opponents by Mr
M Krause of Hasdltine Lake Trademarks.

Opponents’ evidence

8. Two gatutory declarations have been filed on the opponents behdf. Thefirgt, by James
Clifford Setchell, their professond representative in this metter is smply for the purpose of
introducing a certified copy confirming details of their registration No. 2028757. | takethis
opportunity to record that, by virtue of the filing date of 29 July 1995, it is an earlier trade
mark for the purposes of these proceedings.

9. Theopponents main evidence comes from Michagl Dunk, their Managing Director. Mr
Dunk saysthis of the higtory of his company’s activities:

“Before | provide specific details relating to my company’s activities, | believe it

would be helpful to outline the history of my company. In May 1990 | set up and
incorporated a company under the name Lucent Lighting Limited. This company was
liquidated in early 1993 and | set up a successor company named Lucent Lighting UK
Limited which was incorporated on 19" April 1993. For the purposes of this Statutory
Declaration further reference and use of the term “My Company” means the business
activities of both my companies stated above. Since 1990 my company has developed
links with a number of lighting manufacturers and is the exdusive representative and
distributor for severa renowned foreign lighting companies products for the UK. My
company aso design, manufacture and didtribute its own ranges of lights, lighting
gpparaus, dectronic lighting control systems and other eectrical goods which may be
specified by the client for example trandformers, sockets, plugs, wiresand

connectors.”

10. He goeson to say that “My company’ s goods and services have dways been distributed
and sold under the mark LUCENT and device and my company’ s name throughout the
United Kingdom and worldwide.” In support of this he exhibits (MD1) his company’s
current brochures and draws particular attention to the fact that it is a project lighting
company dealing with al aspects of design and the provision of complete lighting systems
including the supply of dectricd fixtures and fittings to clients. Also exhibited (MD2) isan
example of company stationery showing use of the mark.

11. The company has been involved in a number of extensve lighting projects for awide
range of clients. Examples are given. | do not propose to record individua client names.
Suffice to say that many are likely to be organisations of sgnificant sze. They fdl under the
following man heedings

- business

- retal

- shopping centres

- exterior lighting projects (town centres etc.)
- restaurants and hotels



12. Turnover is said to have been;

Y ear

1991
1992
1993
1994
1995
1996
1997

Approximate
Turnover (£)

877,000
848,000
750,000
751,000
1,494,790
1,318,327
1,893,000

Examples of invoices are exhibited a MD3.

13. Mr Dunk saysthat the company’ s goods and services have been advertised in a number
of trade magazinesin the UK and Europe, mainly FX Magazine, Theme Magazine, Design
Week, Light, Designer’s Journd, IDH Handbook and Lighting Equipment News. A sdection
of advertisementsis exhibited at MD4. The magazines are said to be read by awide range of
companies involved in the fitting out and design of premises indluding architects, interior
designers, building consultants and contractors. The company has aso attended a number of
lighting and design exhibitions (whether as an exhibitor is not clear).

14. The amount spent on advertising the company’ s goods and services under the trade mark
LUCENT and device in the UK over the years 1991 to 1997 is said to be asfollows:

Y ear

1991
1992
1993
1994
1995
1996
1997

Approximate Advertisng Expenditure (£)

6,000
27,876
8,376
3,280
23,777
23,857
19,831

15. Mr Dunk goes on to address the issue of likelihood of confusion and sets out the
following areas of goods and services where he consders there is or would be a commercid
overlap of interests between the parties.

“Class 9

“Apparatus and ingruments for the input, output, recording, transmission ... storage,
display, reproduction or processing of information ... or data’
“computer software and computer programs’

“adaptors’

“cables, wires and connectors’
“parts and fittings for dl the aforesaid goods’
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My company provides lighting control syssems which involve dl the goods listed
above.

Class 16

Asexhibited in exhibits“MD1" and “MD2" above, my company produces awide
range of brochures, manuas and promotiona literature as well as stationery bearing
the Trade Mark LUCENT and device and my company’s name.

Class 18
My company produce and distribute bags for promotiond purposes from time to time.

All bearing the mark LUCENT and LUCENT and device.

Class 25
My company distribute articles of clothing and caps bearing the mark LUCENT to
clients and prospective clients from time to time on a promotiond bags.

Class 37

My company provides an ongoing maintenance and repair service to dl our clients
which will involve maintenance and repair of lighting systems generdly indluding
electrical components, cables, wires and transformers and computer software,
computer systems and data recordal and transmission apparatus.

Class 42

My company’s sarvices include design and consultancy services for dectricd lighting
management and andyss. My company aso provides advisory services in respect of
electrica and computer controlled lighting systems to suit the needs and specifications
set down by each client.”

16. Mr Dunk exhibits (MD6) a copy of the gpplicants webste drawing attention particularly
to the page headed ‘ Product Overview’ which shows the specific nature of the goods and
sarvices supplied. He suggedts, by reference to this materid, that the applicants do not have a
bona fide intention to use the mark LUCENT on or in relation to al the goods and services
clamed.

17. Furthermore he suggests that the opponents goods and services are provided to awide
range of dientsincluding architects, building consultants and interior designers who would

a 30 be prospective clients of the gpplicants as these people would be involved in
commissioning or ingalation of telecommunications products and systems for new premises
and building projects.

18. Findly Mr Dunk saysthat there have aready been insgances of confuson. He exhibits.

MD7 - acopy of addivery note dated 29 August 1997 indicating that supplies
of light fixtures ordered by his company were ddivered to Lucent
Technologiesin Mamesbury;
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MD8 - acopy of afax dated 23 September 1997 from a client, Planet
Hollywood (Maoscow), addressed to Lucent Technologies but intended
for his company (it concerns a replacement bulb);

MD9 - acopy of an invoice dated 9 December 1997 from Concordia
Internationa Forwarding Ltd (a shipping company) addressed to
Lucent Technologiesin Mamesbury rather than his company.

Applicants evidence

19. The gpplicantsfiled an affidavit by William Drew Kastner, their Corporate Counsdl,
Copyrights and Trademarks. A sgnificant part of Mr Kastners' affidavit deals with events
after the materid date in these proceedings or circumstances outside the UK. | do not
propose to record this materid. His comments on the nature of the gpplicants business are
relevant:

“My Company was formed in November 1995 from the former systems and
technologiesarm of AT & T (the hardware divison). My Company is one of the
world' s leading designers, devel opers and manufacturers of telecommunication
systems, software and products. My Company is agloba market leader in the sde of
public telecommunication systems, and is a supplier of systems or software to the
mgority of the world' s largest network operators. My Company isaso aglobal
market leader in the sdle of business communication systems and in the sde of

microe ectronic components for communi cations applications to manufacturers of
communications systems and computers. Furthermore, my Company is the largest
supplier in the United States of telecommunications products for business consumers.

My Company has provided engineering, ingtalation, maintenance or operation

support services for at least 250 network operatorsin more than 75 countries, and to at
least 1.4 million business locations in the United States. My Company’ s switching,
transmission and cable systems and packaged and customised with gpplication
software, operations support systems and associated professiona services, and range
in szefrom samdl rura telephone sysems to some of the world' s largest wire line and
wireless networks.

My Company’s network operator customersinclude locd, long distance and
internationa telecommunications companies and cable televison companies. My
Company manufacturers, ingtdls and maintains switch gear for telecommunications
systems extending to more than 110 million telephone and data lines, representing
gpproximately 13% of the world-wide market for such goods.”

20. Mr Kastner says that his company uses the mark LUCENT TECHNOLOGIESin relaion
to al products and services provided. He exhibits, & WDK 1, sample pages from the
company’ swebste and, at WDK 2, sample advertisements placed with a variety of leading

UK newspapers and trade magazines during 1996 including The Sunday Times, The Times,
The Sunday Telegraph, The Daily Telegraph, The Independent on Sunday, The Independent,
The London Evening Standard, Electronics Product Design, New Electronics, Electronics



Times, Electronics Weekly and Communications News. Thetotal expenditure on advertisng
in these newspapers and publications amounted to not less than £460,000. Further sums were
spent on advertisng in what Mr Kastner calls Pan-European publications, such asthe
Economigt, Business Week and various (primarily) telecommunications publications.

21. Sdles of telecommunication products and services under the mark are said to have been:

1996 £230 million
1997 £258 million

The remainder of Mr Kastner’ s affidavit is largely acommentary on the opponents evidence.
The main points to emerge are that:

- anumber of the projects referred to by Mr Dunk took place outside the UK or
after the relevant date and should be discounted,;

- eaxrlier years sdesfigures should be disregarded as they relate to a predecessor
company;

- the opponents’ invoice evidence also covers non UK saes or were not issued
by the opponents. 1n any case they do not show a broad range of clients;

- the respective sets of evidence demondirate that the parties do not advertisein
the same publications or attend the same exhibitions;

- the respective goods and services are sophisticated and high cost items;

- additiondly the customer groups identified by the opponents are not the same
as those targeted by the gpplicants and are in any case sophisticated
commercid organisationsin different fieds of activity;

- the opponents clamsin relation to goods in Classes 16, 18 and 25 relate to
promotiond items.

Opponents’ evidencein reply

22. The opponentsfiled a witness statement by Michael Dunk. He makes the following main
pointsin response to Mr Kastner’ s evidence:

- Lucent Lighting UK Ltd acquired the goodwill of Lucent Lighting Ltd and is
entitled to benefit from that goodwill;

- the gpplicants sall consumer products such as mobile phones and not just
sophidticated, high cost equipment;

- thereisaclear link between lights, lamps etc and items such as switches,
cables, transformers, controllers and related sarvices,



- goods such as adaptors, computer software, connectors and integrated circuits
in the gpplied for goecification are used in rdation to lighting systems;

- exhibited a MD10 isacopy of a search of the online Registry classfication
database showing goodsin Class 9 which are for usein reaion to lighting;

- exhibited & MD11 and 12 are extracts from a Maplin Electronics catalogue
(2001/2) and Farnell cataogue (2001/2) on the basis of which it is suggested
that both telecommunications apparatus and lighting apparatus can be
purchased through the same trade channdls,

- exhibited a MD13 is an extract from Roya Philips Electronics NV webgte
showing that eectrical/eectronics companies provide both lighting and
telecommuni cations products,

- exhibited a MD14 are two further instances of confusion. Thefirst isacopy
of aledflet received from ‘Retall Interiors addressed to MrsV Dunk
identifying the company’s name as Lucent Technologies. The second isafax
from a company caled WF Electrica Plc requesting quotations for products
supplied by Lucent Technologies Inc.

23. That completes my review of the evidence.
24. Therdevant parts of Section 5 of the statute read asfollows:

“(2) A trade mark shdl not be registered if because -

@ it isidentica with an earlier trade mark and is to be registered for
goods or services Smilar to those for which the earlier trade mark is
protected, or

(b) itisamilar to an earlier trade mark and isto be registered for goods or
sarvices identica with or smilar to those for which the earlier trade

mark is protected,

there exigs alikelihood of confuson on the part of the public, which includes the
likelihood of association with the earlier trade mark.

(3) A trade mark which -
@ isidentical with or amilar to an earlier trade mark, and

(b) isto be registered for goods or services which are not smilar to those
for which the earlier trade mark is protected,

shdl not beregistered if, or to the extent that, the earlier trade mark has areputationin
the United Kingdom (or, in the case of a Community trade mark, in the European



Community) and the use of the later mark without due cause would take unfair
advantage of, or be detrimentd to, the distinctive character or the repute of the earlier
trade mark.

(4) A trade mark shdl not be registered if, or to the extent that, its use in the United
Kingdom isliable to be prevented -

@ by virtue of any rule of law (in particular, the law of passing off)
protecting an unregistered trade mark or other sgn used in the course
of trade, or

(b) by virtue of an earlier right other than those referred to in subsections
(2) to (3) or paragraph (a) above, in particular by virtue of the law of
copyright, design right or registered designs.

A person thus entitled to prevent the use of atrade mark isreferred to inthis Act as
the proprietor of an “earlier right” in relation to the trade mark.”

Section 5(2)(b)

25. | take into account the guidance provided by the European Court of Justice (ECJ) in Sabel
BV v Puma AG [1998] E.T.M.R. 1, Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc
[1999] E.T.M.R. 1, Lloyd Schuhfabrik Meyer & Co GmbH v Klijsen Handel B.V. [2000]
F.S.R. 77 and Marca Mode CV v Adidas AG [2000] E.T.M.R. 723.

Digtinctive character of the opponents mark

26. Thedigtinctive character of an earlier trade mark is afactor to be bornein mindin
coming to aview on the likelihood of confusion (Sabel v Puma, paragraph 24). That
digtinctive character can arise from the inherent nature of the mark or be acquired through
use.

27. Mr Krause submitted that the opponents mark was entitled to claim a broad penumbra of
protection as aresult of ahigh leve of inherent distinctiveness and the use made of it. The
opponents earlier trade mark (No. 2028757) conssts of the word LUCENT (dtrictly itisin
lower case lettering) and an dlipticd device. Asthe exhibits showing use of the mark are
black and white photocopiesit is alittle difficult to judge the true visud impact of the device.
It has something of the gppearance of a downlight. Whether, in context, it isseen assuchis
debatable. | am prepared for present purposes to work on the assumption that it hasa
measure of digtinctive character in its own right. However, the dominant and memorable
element of the earlier trade mark is, in my view, theword LUCENT. Thisisadictionary
word. It can mean brilliant or shining. It is not without descriptive Sgnificance when used in
relation to lighting products. But on the whole | think it is a somewhat uncommon and not
often used word. To the extent that it aludes to the goods it does so obliquely.

28. The clam to an enhanced degree of digtinctive character does not in my judgment get off
the ground. Thetest isardatively high one asindicated in the following passage from



Mr S Thorley QC’'sdecison in DUONEBS [O-048-01]. He said, referring to the ECJ
guidance in Sabd v Puma

“In my judgment, | believe what the ECJ had in mind was the sort of mark which by
reason of extengve trade had become something of a household name o that the
propengty of the public to associate other less smilar marks with that mark would be
enhanced. | do not believe that ECJ was seeking to introduce into every comparison
required by section 5(2), a consderation of the reputation of a particular existing trade
mark.”

29. The opponents earlier trade mark is registered in respect of dectrical lighting goods.
The evidence suggests that their main businessis as a project lighting company specidising
in the design and supply of lighting systems. The overwheming impresson conveyed by the
materid exhibited to Mr Dunk’s evidence is that the goods supplied by the opponents are
predominantly third party brands or, to put the matter the other way round, they are not
clearly LUCENT branded goods. Having said that there are indications in the evidence that
L ucent produce some goods of their own. An exampleis the reference to ‘technical
luminaires in the product catdlogue a MD1. | am not clear whether such goods bore the
LUCENT brand or were smply unbranded. There are aso invoices showing product codes
commencing with LUC and descriptions which dso refer to Lucent (MD3). The difficulty is
that the turnover figures and evidence generdly do not separate out and identify the main
strands of the opponents businessthat isto say design services, the service of distribution
and supply of third party goods and the tradein LUCENT branded goods (if they are so
branded). In the circumstances | am unable to accept that the opponents can clam an
enhanced degree of digtinctive character for their mark through use in relation to their Class
11 goods. Their pogition, therefore, rests on the inherent merits of the mark as discussed
above.

Similarity of marks
30. Inthe related action (Opposition No. 47695) | have said:

“I do not think the normal detailed andysis of the visud, aural and conceptua
amilaritiesiscdled for. Intermsof ther principd or sole dementsthey are closdly
gmilar, LUCENT being the dominant and digtinctive component in each case. The
fact that the word is presented in lower case and with a device in the opponents’ case
does not affect the position to amateria extent.”

31. Mr Mdlor wasinclined to suggest that the presence of the word TECHNOL OGIES in the
mark at issue here should have a bearing on the issue of amilarity of marks because
TECHNOLOGIES s not a graightforwardly descriptive word. If the implication isthat the
presence of thisword makes a materid difference then | am unable to accept that view. It may
be a somewhat imprecise term but it is the sort of word that tends to be used to add a
favourable image to amark. | do not think it detracts to any gppreciable extent from the fact
that LUCENT is the digtinctive and dominant component and the dement which will beto

the fore in consumers minds. |, therefore, find that the respective marks are closdy amilar.
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Similarity of goods and services

32. This case turns primarily on the smilarities (or otherwise) between the respective sets of
goods. | have recorded verbatim in my evidence summary the postion taken by Mr Dunk in
relation to the perceived conflict.

33. He does not specificdly refer to the issue of amilarity but rather identifies examples of
wherethereis or could be commercid overlap. Those comments nevertheless represented the
clearest statement of the position being adopted by the opponents going into the hearing.

34. In his skeleton argument Mr Krause developed the smilarity of goods argument by
suggesting that: “The goodsin class 9 are amilar to the goods for which the Opponent’s
regidration is protected. All of the products are dectrical or eectronic goods and it will be
argued that the amilarity arises through the use or possibility of use of these goods with the
goods covered by the Opponent’s registration or the sale and marketing of the goods in class
9 together with the goods covered by the Opponent’ s registration.” He further suggested that
many of the goodsin Class 16 and many of the services in Classes 37 and 42 are Smilar to
the products covered by the opponents' registration. Thus the Section 5(2)(b) objection is
maintained only in relation to Classes 9, 16, 37 and 42. This position was further refined and
explaned in Mr Krause sord submissons. In relation to Class 9 the following items were
sad to be very smilar to the opponents goods:

battery power plants, adaptors, transmitters, eectric emergency cdl units, cables,
wires and connectors, integrated circuits and microprocessors.

35. Asl undergtand it the main defining characteridic that is said to make such goods smilar
isthe fact that they are itemsthat are used in conjunction with the opponents goods and share
common users and channdls of trade.

36. In addition to the above, computer software and computer programs were said to be
amilar. A third category of goods including arange of eectrical products and telephones was
sad to share alower level of amilarity with the opponents goods. Againiit is said that users
and channds of trade are the same.

37. Inrdation to Class 16 the objection was maintained againgt printed matter, printed
publications, ingtructiond and teaching materids (except apparatus) and manuas but not the
other five itemsin the specification applied for.

38. In rdation to Class 37 the objection was maintained againgt ingtalation, maintenance and
repair of ...... electrica and eectronic apparatus and insruments, ..... cableswires and
connectors along with information, consultancy and advisory services rdlating to the aforesaid
services.

39. Inrdation to Class 42 the objection was maintained against computer services, the

provision of on-line access to computer databases and databanks and advisory, information
and consultancy services relaing to the aforesaid.
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40. 1 will take the above as my starting point for consideration of the issue of smilarity of
goods and services.

41. Guidance on the approach to be adopted in comparing goods and services can be found in
two main authorities. Thefirg is British Sugar Pic v James Robertson & SonsLtd (TREAT)
[1996] RPC 281 at page 296. Adapted to the current case the test proposed by Mr Justice
Jacob involved consideration of the following:

@ the uses of the respective goods or services,

(b) the users of the respective goods or services,

(© the physica nature of the goods or services,

(d) the trade channels through which the goods or services reach the market;

(e in the case of sdf-serve consumer items, whether in practice they are
respectively found or likely to be found on the same or different shelves, and

® the extent to which the respective goods or services are competitive. This
inquiry may take into account how those in trade classify goods or services, for
instance whether market research companies, who of course act for industry,
put the goods or servicesin the same or different sectors.

These factors were referred to in the opinion of the Advocate Generd in Canon; page
127, paragraphs 45 - 48. In itsjudgment, the ECJ stated at paragraph 23:

“23. In ng the smilarity of the goods or services concerned, as the French
and United Kingdom Governments and the Commission have pointed out, dl
the relevant factors relaing to those goods or services themselves should be
taken into account. Those factorsinclude, inter dia, their nature, their end
users and their method of use and whether they are in competition with each
other or are complementary.”

42. A number of other authorities have dedlt with the proper gpproach to the meaning of
particular terms. Terms are to be given their ordinary and naturd meaning. In the OFREX
case [1963] RPC 169 Pennycuick Jsaid:

“What is sad isthat stgples do not come within class 39 as an item of Sationery..... In
order to answer that question, the first step | think isto look at the ordinary meaning

of the word “<ationery”, which as defined in the Oxford English Dictionary is. “the
articles sold by a sationer; writing materids, writing table appurtenances, etc”. | fed
no doubt that staples are ationery, according to the ordinary meaning of the word”.

43. That was, of course, acase under the preceding law. The following passage from
Beautimatic Internationd Ltd v Mitchell Internationa Pharmaceuticals Ltd and Another
[2000] FSR 267 puts a more recent gloss on the point:

“I should add that | see no reason to give the word “cosmetics’ and “toilet
preparations’ or any other word found in Schedule 4 to the Trade Mark Regulations
1994 anything other than their natural meaning, subject, of course, to the norma and
necessary principle that the words must be construed by reference to their context. In
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particular, | see no reason to give the words an unnaturaly narrow meaning smply
because registration under the 1994 Act bestows a monopoly on the proprietor.”

44. The need to have regard to the practica application of terms in specifications was
referred to in the TREAT case:

"When it comes to construing aword used in atrade mark specification, oneis
concerned with how the product is, as a practica matter, regarded for the purposes of
trade. After dl, atrade mark specification is concerned with usein trade.”

and the particular congderations to be borne in mind in relation to serviceswas referred to in
Avnet Incorporated v Isoact Limited [1998] FSR 16:

".... definitions of services... are inherently less precise than specifications of goods.
The latter can be, and generdly are, rather precise, such as "boots and shoes'.

In my view, specifications for services should be scrutinised carefully and they
should not be given awide congtruction covering avast range of activities. They
should be confined to the substance, asit were, the core of the possible meanings
atributable to the rather generd phrase.”

45. Thereis one other matter that | need to comment on before gpplying the above principles.
That is the scope of the opponents specification. “Electricd lighting” does not cause any
particular difficultiesin interpretation. A question may arise asto what is covered by the

term "parts and fittings. The Registrar is entitled to treet the Class number as relevant to the
interpretation of the scope of the specification of goods (Reliance Water Controls Ltd v
Altecnic Ltd [2002] RPC 34). The parts and fittings are, therefore, those parts and fittings for
eectricd lighting which fdl within Class 11. 1t is reasonable to infer that thiswill cover

items such aslight diffusers, reflectors, lighting transformers, light bulbs, filaments etc. No
doubt there are other items.. | have not attempted to draw up an exhaudtive list. Other items
which may be used in connection with lighting systems may be found in other Classes.
Lighting control gear and dimmers for ingance arein Class 9.

Class 9

46. With these consderationsin mind | turn firgtly to the gpplicants Class 9 goods and in
particular the first of the three categories which identifies what the opponents consider to be
very smilar goods. The first group of products (battery power plants etc) are said to havein
common the fact that they are, or can be, used in conjunction with eectrica lighting systems.
It is not immediately obvious to me that tranamitters and eectric emergency cal units have
even atenuous connection with dectricd lighting. 1 accept that dectricd lighting may have,
or be used in conjunction with, battery power plants, adaptors, cables wires and connectors.
It can equally be said that such goods are not usudly adapted for use with eectrica lighting
or, a leadt, this has not been specificaly shown to be the case. Rather, the position ssemsto
me to be that these goods find generd usein relaion to arange of eectrica goods of which
eectricd lighting issmply one example. In thisrespect uses and users are only likely to be
the same a ahigh level of generdity. The physicd nature of the goods is different to
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electricad lighting. There may be some coincidence of trade channels, perhaps at the
wholesale/digtribution level asthe Maplin and Farndll catalogues suggest. However, as Mr
Méellor suggested, thisisin effect gpplying a hypermarket/supermarket scenario to an area of
capital goods. A cursory review of the range of products in the above mentioned trade

catal ogues suggests that, if the opponents argument has force, an extremey wide range of
goods could be said to share common channels of trade. It is necessary to consider the whole
process by which goods are produced, specified and traded. Taking that broader view | am
not persuaded that the channds of trade overlap to asignificant extent in this case.
Furthermore the above terms are not in competition with eectricd lighting products nor are
they complementary save in the broad sense that they may be used in conjunction with
dectricd lighting.

47. Thereisan dterndive or additiona way of testing my primafacie view of the matter and
that is through the opponents own trade brochures and invoices. These documents are likely
to be areasonable reflection of the sort of goods that form the core of the opponents’ tradein
eectricd lighting products and presumably are dso not untypica of circumstances generdly
in this particular area of trade. My conclusion from areview of this materid isthat, in
addition to the lighting systems themselves, the opponents supply reflectors, diffusers,
transformers, lamps, control gear and various fitments. That is not an exhaugtive list but it is,
inmy view, afar representation of the frequently recurring itemsin the literature and

invoices. They are, as one might expect, items that are largely, if not completely adapted for
use with dectrica lighting equipment. Some, but not dl, of these products would be within
theterm * partsand fittings” in Class 11. Thereislittle, if any, evidence that the opponents
regular trade encompasses the sort of Class 9 goods that are complained of within the
goplicants specification.

48. The high point of the opponents case might be considered to be the cables, wires and
connectors in the gpplicants specification. Such items could be used in conjunction with a
wide range of dectricd items. That does not mean they are Smilar to dl such items. If they
were, avery wide range of dectrical goods would be brought into conflict with cables, wires
and connectors. Thetest proposed by Mr Justice Jacob in TREAT isthe practical one of how
products are regarded for the purpose of trade. Applying that test | do not consider these
particular itemsin the opponents specification to be smilar to dectrica lighting and parts

and fittings therefor.

49. Theremaning itemsin Mr Krause sfirst category, integrated circuits and micro-
processors, cdl for separate comment. | do not know whether the opponents’ lighting
systems are computer controlled and operated. Given that many of the projects with which
they areinvolved are in large buildings, shopping centres and various externd lighting
projects, it seems quite likely that thisis the case. But the essence of an eectricd lighting
system iswhat it does, namely provide lighting. | referred at the hearing to two cases under
the preceding law where in ex parte proceedings the Registry had maintained objectionsto
gpplications whose specifications contained goods incorporating computers (one was
€electronic scanning gpparatus, the other a machine for assembling components) in the face of
cites whose specifications covered computers. In SSIGMAGRAPH (No. 1155155) Robin
Jacob QC (as he was then), Sitting as the Secretary of State's Tribund, held that “These
dedicated items of equipment [scanning apparatus] are not computers. They are dedicated
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machines which employ computing power.” (Decison dated 12 January 1989). The earlier
case which proceeded along smilar lineswas CYBERVISION (decision dated 5 November
1984). | accept that | cannot rely on these decisions in any forma way but they seem to meto
illustrate an approach to the issue of smilarity of goodsthat is as appropriate now asit was
then (in relation to goods of the same description). Itisaso in line with Jacob J sview in
TREAT that “oneis concerned with how the product is, as a practica matter, regarded for the
purposes of thetrade’. Thus even if the opponents’ lighting systems have a computer at their
heart that does not make them amilar to integrated circuits and microprocessors. It follows
that 1 am not persuaded that any of the goodsin Mr Krause sfirg category are smilar to his
client’s goods.

50. | will ded rather more briefly with the remaining goodsin Class 9 to which objection is
raised. These are computer software, computer programs, telephones and electrica goods.
As| undergand it the opponents  case is heavily reliant on establishing that users and
channels of trade are the same. The opponents are reasonably specific about how their goods
reach the market. They work through architects, interior designers, building consultants and
contractors. In other words professionas who have arole in specifying the requirements for
new buildings or the refitting/renovation of existing buildings. It is suggested that such
specifiers might equaly be involved in the commissioning of telephone sysemsetc. The
goplicants, for their part, say that these are not the consumer groups to which their products
are promoted. That islargely borne out by the information on advertisng though alowance
must be made for changing patterns of advertisng. What may have been true to date may not
be true in the future.

51. Making thebest | can of it, | do not think | can readily accept that architects, interior
desgners etc. would normdly involve themsavesin specifying telephone sysems. Itisa
point that would require evidence. In generd | would have expected the occupants of
buildings to decide on their own telecommunications requirements. There may be issues a
the margins as to the compatibility of achosen sysem with the physica environment and
fadilities of the building itsdf but on the whole the channe of trade connection is not made
out. Nor can | see any other obvious point of smilarity between the gpplicants remaining
Class 9 goods and the opponents’ products.

52. | should dso comment briefly on afurther aspect of the channels of trade argument that
was developed during the course of Mr Krause' s submissions. If | have understood him
correctly, his point was that architects, interior designers etc (who may dready be familiar
with the opponents goods) may also be purchasers of the applicants goods and services for
their own businesses. That may be so but | do not think it has a particular bearing on the issue
of amilarity of goods/services. The position is not made any better or worse according to
whether an architect, say, is specifying for a client or purchasing for his own busness suse.
The latter is no more than a coincidence of trade. The question of Smilarity must be decided
on the basis of the overdl application of the CANON/TREAT criteria

53. The only other point that cdls for comment isthe postion of ‘transformers’, a specific
item referred to by Mr Krause. Lighting transformers arein Class 11. They would arguably
come within the opponents parts and fittings. Electric trandformersarein Class9. The
gpplicants specification does not refer to eectric transformers. To establish an objection in
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this respect the opponents would need to demondirate that electric transformers are within
ether agenerd term in the goplicants specification or parts and fittings. They would
additionaly need to persuade me that dectric transformers are smilar to lighting

transformers. The case has not been made out on ether account but 1 would Smply comment
that for lighting transformersto bein Class 11 thereislikely to be a degree of adaptation that
reduces the likelihood of a conflict with an dectric transformer in Class 9.

Classes 16, 37 and 42

5. | have spent some time dealing with the various objectionsin relation to Class 9 goods
because, from the thrust of submissions at the hearing, | understand thet that is the area of
most concern to the opponents. The remaining Classes, 16, 37 and 42, are primarily
concerned with goods and services that are strongly associated with the applicants core
goods, particularly the design and ingalation of such goods. They are further removed from
the goods which are a the heart of the opponents’ objections. | can see no basisfor finding
that the generdity of goods and servicesin Classes 16, 37 and 42 are Smilar having regard to
the TREAT and CANON tests when the opponents have failed to establish their positionin
relation to Class 9.

55. Thereisone exception to this generd finding. Included in the gpplicants Class 37
specification is“...ingtdlation, maintenance and repair services dl relating to.......ectrica
and electronic gpparatus and ingruments....”. This broad term mugt, | think, include those
services supplied in respect of dectrica lighting. The opponents are specididsin the design
and supply of lighting systems for large projects. The services identified above would be
likely to be required by the end customers for the opponents goods and would be
complementary or ancillary to the provison of the goods themsdlves. In my judgment the
relationship between the goods and services is sufficiently close that they would be
consdered smilar within the meaning of the CANON/TREAT tedts.

Likelihood of confusion

56. Thelikeihood of confuson must be appreciated globdly taking dl rdevant factorsinto
account. In Raleigh International Trade Mark [2001] RPC 202 Geoffrey Hobbs QC, sitting
asthe Appointed Person, said:

“Similarities between marks cannot eiminate differences between goods or services,
and amilarities between goods and services cannot eiminate differences between
marks. So the purpose of the assessment under section 5(2) must be to determine the
net effect of the given smilarities and differences”

57. Although my above findings point to a clear conclusion to the Section 5(2)(b) objection |
should comment briefly on the clamed instances of confusion brought forward by the
opponents. Mr Krause did not place heavy reliance on them at the hearing. For reasons
which | will briefly explain | think he was right not to do so. Mr Médlor, for his part,
dismissed them as not demondtrating origin confusion; being few in number; and causing

only minor adminigrative inconvenience. Two of theitemsrdied on involve the same
company, Concordia International Forwarding. They seem to me to represent either a
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database error or the result of insufficient care in identifying the correct addressee (or both) .
Concordiais afreght forwarding company and is not in these circumstances a customer for
ether Sde sgoods or services. Evenif it isan ingance of confuson it is not relevant
confuson. The second exampleisan order for a“flashlamp’ from Planet Hollywood
Moscow. Itisnot clear precisaly what happened. Certainly the addressee is wrongly
recorded as Lucent Technologies. But | note that the fax number is Lucent Lighting's correct
number. | infer that the sender of the fax had the correct contact fax number but got the
wrong company name. There is no suggestion that there was confusion as to who was the
correct supplier of the desred goods. Thenext itemisinagmilar ven. Itisamailing from
Retall Interiors magazine to Mrs Dunk. Thistime the Lucent Lighting addressis correctly
given but again the company name is wrongly recorded as Lucent Technologies. It is not
clear that this has anything to do with origin confusion in relation to relevant goods and
savices. Thefind itemis, if anything, an example of ‘wrong way' confusion. Itisafax to
Lucent Lighting which, it would seem, should have been directed to Lucent Technologies.
To the extent that it isindicative of the type of risk that might occur when companies have
amilar names, it should not be lightly dismissed. However, without knowing more about the
circumstancesin which it occurred (and given aso the very substantial Size of the applicants
business and likdly reputation) | do not think it should unduly influence my decision.

58. In summary, bearing in mind the closeness of the marks but the distance between the
opponents goods and the vast mgjority of the applicants goods and services | am satisfied
that there is no likelihood of confusion. The one exception isingallation, maintenance and
repair services but only to the extent that these services relate to “ dectrica and eectronic
gpparatus and instruments’. Applying the composite test | find that there would be a
likelihood of confusion if the gpplicants mark isused in relaion to these goods. Savein
relation to this particular sub-set of goods the opposition fails under Section 5 (2)(b).

Section 5(3)

59. Section 5(3) comes with the underpinning requirement that an opponent must be able to
show that his earlier trade mark has areputation in this country. Thereis guidancein General
Motors Corporation v Yplon SA [1999] ETMR 950 on the question of reputation as follows:

“24. The public anongst which the earlier trade mark must have acquired a
reputation is that concerned by that trade mark, that isto say, depending on the
product or service marketed, either the public a large or amore specidised public, for
example tradersin a specific sector.

25. It cannot be inferred from ether the letter or the spirit of Article 5(2) of the
Directive that the trade mark must be known by a given percentage of the public so
defined.

26. The degree of knowledge required must be considered to be reached when the

earlier mark is known by a significant part of the public concerned by the products or
services covered by that trade mark.

17



27. In examining whether this condition isfulfilled, the nationd court mugt teke into
congderation al the rlevant facts of the case, in particular the market share held by
the trade mark, the intengity, geographica extent and duration of its use, and the Sze
of the investment made by the undertaking in promoting it.”

60. Itisonly the opponents reputation arisng from use of their mark LUCENT and device
in relation to the goods for which the earlier trade mark is registered that can be taken into
account.

61. In consdering the digtinctive character of the opponents mark for the purposes of

Section 5(2)(b) | found that the opponents evidence goes to the totdity of their busnessasa
project lighting company. It includes the design of lighting systems, the supply of dectrica
lighting goods bearing third party brands and the supply of their own goods. Thereisno
disaggregation of these dements of the opponents business and it is not even clear whether
the ‘own goods' are unbranded or carry the LUCENT and device mark. | amin no position,
therefore, to judge the reputation attaching to the opponents earlier trade mark in relation to
their Class 11 goods. In these circumstances the opponents case under Section 5(3) does not
get off the ground.

Section 5(4)(a)

62. The conventional test for determining whether the opponents have succeeded under this
Section has been restated many times and can be found in the decison of Mr Geoffrey Hobbs
QC gtting as the Appointed Person, in WILD CHILD Trade Mark 1998 RPC 455. Adapted
to opposition proceedings, the three elements that must be present can be summarised as
follows

Q) that the opponents goods or services have acquired a goodwill or reputation in
the market and are known by some distinguishing festure;

2 that there is amisrepresentation by the applicants (whether or not intentional)
leading or likely to lead the public to believe that goods or services offered by
the applicants are goods or services of the opponents, and

3 that the opponents have suffered or are likely to suffer damage as aresult of
the erroneous bdlief engendered by the gpplicants misrepresentation.

63. The opponents can with some legitimacy point to a more broadly based case under
Section 5(4)(a) than under Section 5(2)(b). It arises for the very reasons given above that
their use and goodwill isin the operation of a project lighting company and in particular the
design and supply of dectricd lighting sysems. Their claim thus extends to services. Mr
Krause suggested that thereis alikelihood that use of the opposed mark in respect of the
goods and services for which protection is sought will misrepresent to consumers and traders
that those goods and services emanate from, or are connected with, the opponents. It seems
to me that, notwithstanding the somewhat different starting point under Section 5(4)(a), the
issues in terms of marks, goods and services and relevant consumer base are substantidly the
same asthose dready consdered. Thereis no redtriction on the respective fields of activity
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under Section 5(4)(a) - Lego Systems A/Sv Lego M Lemelstrich Ltd [1983] FSR 155. But
given that the customer base for the provison of goods and servicesislikely to be the same |
am not aware of any particular reason why use of the applied for mark across the full range of
goods and services would result in a misrepresentation having regard to the area of the
opponents goodwill (save on the narrow basis on which | have dready found in the
opponents favour under Section 5(2)(b)) . Although therefore, the opponents caseis
different under Section 5(4)(a) they are in no better position.

Conclusion and costs

64. The gpplication will be alowed to proceed if, within 28 days of the expiry of the gpped
period, the applicants file a Form TM 21 restricting their Class 37 specification by the deletion
of the words “dectrical and dectronic apparatus and instruments’. I they do not do so the
goplication will be refused in its entirety.

65. The opposition hasfaled save in reation to a narrow sub-set of goods. The gpplicants
are entitled to a contribution towards their costs. Mr Mdllor submitted that such abroadly
based opposition displayed ‘ hopeless optimism’ and that the lack of focus meant preparation
for the hearing had been difficult. He asked for an award above the norma scde. Mr Krause
submitted that it had not been a vexatious opposition and the opponents considered that they
had ajudtifiable case. In hisview normal scae costs should apply. | do not accept that the
opposition can be characterised as vexatious. | do, however, consider that the opponents
could have had no reasonable progpect of success in relation to the vast mgority of the goods
and services applied for. The failure to focus on the goods and services of particular concern
until the hearing itsdlf inevitably lead to some uncertainty on the part of the gpplicants asto

the nature and extent of the case they faced. Againg that the evidence has been subgtantialy
the same across the three related (but not consolidated) cases and a single composite set of
submissions was made a the hearing (barring certain submissonsin relation to the marks
themsdves). There have therefore been some resulting savings.

66. Taking dl these factorsinto account | order the opponents to pay the applicants the sum
of £1200 (a separate award for each of the three cases). Thissumisto be paid within seven

days of the expiry of the gppeal period or within saven days of the fina determination of this
case if any apped againg this decison is unsuccesstul.

Dated this 14" day of October 2002

M REYNOLDS
For the Registrar
the Comptroller-General

Annex in paper copy only
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