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THE DIVISIONAL DIRECTOR: | have been hearing this morning arguments
about whether or not | should admit some evidence that has been filed late,
fairly close to the substantive hearing. The proceedings relate to the
revocation of a patent, and the main substantive issues are obviousness,
support and exercising my discretion.

There has been, up to this stage, no expert evidence in connection with
obviousness from either side. The evidence that the claimant now seeks to
admit is evidence going to the question of obviousness and, in particular, to
the question of what was common general knowledge at the time.

The substantive hearing is set for 14™ March, which is just about two
weeks away. The request to submit this evidence camein | think on 5"
February, about five weeks before the date of the hearing.

Both sides are agreed that the question of whether | admit this evidence or
not is a matter for my discretion. | have had a number of factors put to me
this morning that | should take into account in exercising that discretion. |
think that the correct approach isto look at the overriding objective of the
Civil Procedure Rules, which also applies to proceedings before the
comptroller, and exercise my discretion with those in mind.

Both sides have taken me to what | might call the specific interpretation of
the overriding objectivein rule 3.9 of the Civil Procedure Rules, that the
courts would use in asituation like the present, when considering the
admission of late evidence. | am happy to go aong with this. The factors
listed do provide a good summary of the sort of things | need to take into
account in exercising my discretion - though they are of course prefaced by

“the court will consider all the circumstances’, so they are not an exhaustive



list. Butitisin fact apretty good guide, and possibly a more
comprehensive guide than currently appears in the Hearing Officers
Manual. Therefore |l am happy to work down the sub-paragraphs of 3.9 and
to weigh up the position on the basis of the points that are put there. Itis-
and | think that Mr Campbell stressed this point - it is a balancing exercise.
No one of these points is necessarily akiller point: it is a question of looking
at the pros and looking at the cons and arriving at a balance at the end of the
day.

| will therefore go through the various factors there. | am going to come
back to point (a) - the interests of the administration of justice - alittle later,
and deal first with point (b): has the application for relief been made
promptly? The circumstances here are that at a late stage the patent agents
who had been acting for the claimants instructed Bristows, and Bristows
looked at the case that had been made and decided it could be made stronger
by submitting evidence from an expert; and that is the evidence they now
seek to admit.

The application for relief has been made, as| understand it, promptly after
that advice was given; but | have heard argument this morning about
whether “promptly” for the purposes of sub-paragraph (b) means promptly
in the context of the proceedings as a whole or promptly once the advice was
given | believel need to take account of both angles. The fact that the
claimant did not think about this at an earlier stage in the proceedings must
count against them. They have had legal advice all the way through and
they have had two opportunities to file evidence, and they did not take up

either of those opportunities. They have come in rather late, following late



legal advice, deciding that perhaps they do want to file expert evidence after
al. So athough they may have been prompt in filing the evidence after
getting legal advice — and that counts in their favour - in the context of the
whole proceedings, their failure to come up with this evidence earlier must
count against them.

The next point, (c), was whether the failure to comply was intentional .

Mr Campbell argued that the claimant had taken a deliberate decision not to
submit such evidence, and to that extent the failure to comply was
intentional. Mr Likiardopolous said that is not the right approach. There
was no deliberate intention to file the evidence late, it was just that they did
not get this proper lega advice until late oninthe day. | am with Mr
Likiardopolous on that one. It isnot a maor factor, but it does not count
against the claimant at all.

Sub-paragraph (d) of rule 3.9(1) is whether there is a good explanation for
the failure. Thereisan explanation. Mr Campbell submitted that we
should have had some evidence about this explanationbecause rule 3.9(2)
says “An application for relief must be supported by evidence”. Mr
Likiardopolous's response was that 3.9 is not binding on the comptroller,
and therefore what may be appropriate in court is not necessarily appropriate
before the comptroller. On the face of it, arguing that the comptroller
should follow 3.9(1) and not 3.9(2) is trying to have it both ways. Equally |
do not think it is desirable in proceedings before the comptroller to be asking
for evidence unless it is really necessary: wetry to keep the amount of
evidence down to keep costs down. So | am not going to say the application

must be ruled out because there was no evidence, but | do take some account



of the point Mr Campbell was making, namely, that we have assertions
about why there was this delay and why things were not done, but we do not
have any evidence to back up the assertions, and it is possible that thereis a
murkier story lying underneath. | am not saying there is a murkier story: Mr
Campbell was just arguing it is possible thereis. | accept that, though
because the explanation that has been offered is entirely plausible, | am not
going to give this point much weight.

Sub-paragraph (e) is the extent to which the party in default (that is the
claimant here) has complied with other relevant rules. Mr Likiardopolous
said they had not failed to comply with other rules, and | think that is right.
There is nothing in this to count against them.

Sub-paragraph (f) is whether the failure to comply was caused by the party
or hislegal representative. | find this an interesting one because it is not
very clear whether it should count more heavily against someone if it is their
legal representative or if it isthe party. Mr Campbell has argued it is one
way, and Mr Likiardopolous has argued it is the other way. Neither referred
me to any case law on the subject, and indeed | am not sure the courts have
been terribly consistent on this; so it is an interesting provision to have in the
Civil Procedure Rules, because it is not very clear which way it goes. In the
present circumstances | am more inclined to Mr Likiardopolous's view that
the claimant should not be penalized (and | am not being critical here) for
acting upon what must, for the purposes of this subparagraph, be notionally
treated as poor advice from the legal representatives. However, | am not
going to attach very much weight to this point at all, because | am not

entirely sure which way it should go.



Paragraph (g) is, whether the trial date or the likely date can still be met if
therelief isgranted. Mr Likiardopolous came to the hearing this morning,
and indeed so did I, on the presumption that if | allow this evidence in, the
hearing date will belost. Mr Campbell has - and | give him full credit for
this - made clear this morning that the defendants will bend over backwards
to ensure the hearing date is not logt, to the extent of actually surrendering
their right to reply to this evidence in order to preserve the hearing date.
That concession is noted, and | am very grateful for it. 1t does put a dightly
different complexion things - athough equally | have to be sure that Mr
Campbell is not disadvantaged by trying to be helpful.

| come next to (h), the effect which the failure to comply had on each
party. Mr Campbell argued that allowing this evidence is going to put the
defendants to alot of extra expense because (subject to the concession he
had just made) they will have to provide evidence of their own in order to
deal with this new evidence. Mr Likiardopolous argued that if he had put
this evidence in on time, the other side would have had to put in evidence in
reply anyway, so they are not being put to any extra cost beyond what they
would have incurred if the evidence had not been late. The only problem is
the question of timing - that it may delay things.

Mr Likiardopolous is right on that: had this evidence been put in in the
first evidence round (or the second evidence round at the very latest) the
defendants would have had to deal with it anyway. They would have had to
incur the costs of dealing with it.  So the mere fact that thisis coming in late

is not increasing the defendants’ costs, asfar as| can see.



There is one other factor that comes into the question of prejudice to one
side or the other: the claimants argue that they will not be able to present
their case properly. Actualy they put agloss on this: they say | will not be
able to decide the substantive issues, so they try to put the disadvantage on
me rather than on them. | agreethisisavalid consideration. | think that
actually sweeps in sub-paragraph (i) as well: the effect whichthe granting of
relief would have on each party.

| come back to the administration of justice, which is point (a) and which
isfairly crucial. Thereisclearly a public interest in this dispute, because it
isaquestion of the validity of apatent right. Thereisa public interest in
resolving questions of validity quickly, and insofar as allowing the evidence
in would delay the case, that argues against allowing it. Equaly thereisa
public interest in not allowing patents that may be invalid to remain on the
register. That means there is a public interest in making sure that issues that
might go to validity are explored properly, and that argues in favour of
allowing it. On balance, the public interest probably weighs dightly in
favour of allowing the evidence in.

Mr Campbell conceded that the evidence was relevant. He argued that in
fact it may not carry alot of weight because - to put it in a nutshell - the
witness in question was not an expert in the right business at the right time
and | think was submitting thisis afactor | should take into account. The
potential weight of the evidence is a difficult factor for me to take into
account without analysing the evidence in full, which more properly belongs
to the substartive hearing. | think it is rightly afactor | should be prepared

to consider, in the sense that if the evidence was manifestly weak, the mere



fact that the claimant has put a label on the front saying “Thisis from an
expert witness, therefore it must be relevant, and therefore the other side
must respond to it”, shouldn’t mean | must ignore the fact that it was clearly
never going to influence the end result.

However, at the moment | do not know whether this particular evidence is
going to influence the end result. | have no doubt that the defendants will
make some criticisms of it. What effect those criticisms will have on the
end result | do not at this stage know, so | do not feel | should attach much
weight to the criticisms of the evidence for the purposes of deciding whether
to admit it, especialy as Mr Campbell has conceded it is relevant.

| think | have covered most - | hope all - of the factors that | need to take
into account in exercising my discretion.  Some of them go in favour of
allowing, and some go against allowing the admission of this late evidence.
That is not surprising: that is aimost always the case when the comptroller is
being asked to exercise her discretion.

The conclusion to which | have come, weighing up these factors, is that |
should alow it. | will be honest with Mr Campbell: probably what has
tipped the balance - and | think, the pros and cons are fairly finely balanced -
is the fact that this probably will not jeopardize the hearing date. To that
extent | fedl (if you like) alittle uncomfortable about penalizing him for
being generous; but | think that, if we can preserve the existing hearing date
and he can deal with this either by arguing the evidence is useless or by
putting his own evidence in reply - or both, of course - and because he

accepts the evidence is relevant, | think the balance just tips in favour of



allowing it. In the circumstances therefore, | am going to alow this
evidence in.

Mr Campbell, theoretically | need to alow you a period in which to file
evidence in reply, because the other side have quite rightly conceded you
should have that opportunity. But, from what you have indicated, you do
not in fact need any period beyond the period up to the hearing - is that
correct?

MR CAMPBELL: That isright.

THE DIVISIONAL DIRECTOR: Right. So you now have permission to put
evidence in reply as soon as you possibly can, and obvioudly before the
hearing - and | think that probably means not five minutes before the
hearing!

MR LIKIARDOPOLOUS: Sir, on the evidence in reply, of course the claimant
accepts that they need as much time as they can, but you say not a few
minutes before the hearing comes. Isit possible to put just some long-stop
date, so that we do not have for instance the night before? - otherwise it will
be ailmost impossible to take it into account.

THE DIVISIONAL DIRECTOR: The reason | paused at that point was to ask
you precisely that, because clearly thereisalimit on “reasonableness’. Mr
Campbdll?

MR CAMPBELL: Wéll, sir, it isreally quite difficult. | mean, obvioudy the
later we leave it to the hearing the more we can be criticized for being late.
Suppose you set a deadline and we do not make it, then what? Do we rely
on no evidence at all, or do we till do our best to get it in as soon as

possible?



THE DIVISIONAL DIRECTOR: | do not think that the claimants arein a
position to be too demanding on this, to put it bluntly. What | had in mind
isto say that you should get it in at the very latest twenty four hours before
the hearing.

MR CAMPBELL: We will obvioudly try and do it as quickly as we can.

THE DIVISIONAL DIRECTOR: Absolutely. We are talking about barely
two weeks.

MR CAMPBELL: Yes, sir. It must be translated as well, and so forth. You
have made that direction, sir, and | am just exploring what happens if we do
not meet that. Are we not allowed to rely on any evidence at al, even if we
get it later on that day? That would be most unfortunate really, wouldn’t it?
| am not trying to be difficult here, | am just ---

MR LIKIARDOPOLOUS: Perhaps, sir, | can help. The claimants would not
be attempting to ambush my learned friend. Maybe if we have a direction?
I mean, if we talk and can work out how things are going, then if it could be
done before that twenty four hours then clearly that is better, but if it cannot
be done then perhaps if we discuss it, we can resolve it. Because if it is
going to be ready twenty three hours before the hearing or twenty hours,
then the claimant will not be ridiculous about it. All the claimant needs to
be prepared about is, we cannot have evidence (which could be quite
voluminous - how do we know?) handed to us as we walk in, because that
again makes the whole thing unworkable.

MR CAMPBELL.: In that case you can just criticize that on the spot, and we
could deal with it in that way, couldn’t we?

MR LIKIARDOPOLOUS: It doesn’'t seem in the interests of justice, Sir.



THE DIVISIONAL DIRECTOR: | am sorry?

MR LIKIARDOPOLOUS: My learned friend was suggesting | could just
criticize it on the spot; but | think it isin the interests of justice that we do
have some sort of long-stop date, and if he cannot meet that then we could
discuss it then.

THE DIVISIONAL DIRECTOR: That'sright. | think, Mr Campbell, the
other side have to have a chance to just go through the evidence and decide
what points they want to make on it in advance of the hearing. Itisa
question of how long they need to do that.

MR LIKIARDOPOLOUS: Could it be that we at least agree that we can
discuss it forty eight hours before, and a long-stop date of twenty four hours?
They are aiming for forty eight hours, but possibly twenty four hours is the
long-stop date.  Because if they are just aiming for twenty four hours, that
isvery closg, if for instance it wasready. So if we could have maybe two
dates that they could aim towards, then they could have best endeavours to
make it forty eight hours before, or twenty four hours otherwise.

MR CAMPBELL: Thereisno real point. Sir, if you want to make the order
for twenty four hours, if we have a problem with that then I think we would
have to come back before the expiration of that period and say precisely
what situation we arein. But | am not in a position where | can say yes, it
will definitely be done by that time, although | obviously appreciate it would
be highly desirable to do so.

THE DIVISIONAL DIRECTOR: | think that the order | will make is that you
should get the evidence in as soon as possible - | think that goes without

saying - and that in any case no later than twenty four hours beforehand, or



such later time as the two of you may agree between you; or, if you are
really in trouble, you may come back to me within that twenty four hours for
aruling on whether you can put it in after that. But from what Mr
Likiardopolous says, that he is not going to be unreasonable on this - so if
you are only twenty hours before, as long as he has got the time to deal with
it, that is what matters. But certainly you should aim to do it at least forty
eight hours beforehand, but with alittle bit of flexibility if you cannot. Are
you happy with that?

(The parties conferred)

MR CAMPBELL: Sir, that only leaves the question of the costs for today.
Normally we would leave it until the hearing, but in al the circumstances
my friend has had an indulgence, hasn’t he, so we should be entitled to the
costs of today.

THE DIVISIONAL DIRECTOR: Mr Likiardopolous?

MR LIKIARDOPOLOUS: The claimant would suggest it would be best to
leave the costs for the hearing.  The claimant did have the evidence
submitted, but the claimant also accepts that it was an indulgence, but it was
an indulgence that was granted. We would suggest that it is better for the
costs to be dealt with all in one, as in the normal course.

THE DIVISIONAL DIRECTOR: The normal course now is not necessarily to
deal with the costsall in one. | think there was Tribunal Practice Notice
2/2000 which made clear we would be much more inclined to deal with costs
as they arose on preliminary matters. | do not haveto. | can defer it.

MR LIKIARDOPOLOUS: The normal order on case management decisions in

the courts would be costs in the case - to put the matter off. That would be



the normal case management decision. Here the claimant accepts that it has
caused this hearing, but it also accepts that it succeeded, and normally the
costs would follow the event on that; but it suggests that, rather than aiming
for its own costs at this hearing now, it is more appropriate (because of the
circumstances) to put them off in the normal case management kind of way,
and for costs to be decided at the hearing.

THE DIVISIONAL DIRECTOR: Thank you. | have heard what Mr
Likiardopolous has said but, in fact, | think it is not appropriate in these
circumstances to put off adecision on costs. | think costsin respect of this
hearing should be dealt with now.

The hearing has been necessitated solely by the claimant, but, as they
rightly point out, they have actually won. | have allowed them to put their
evidencein. | think the correct order for me to make in those
circumstances, to balance the fact they have won against the fact they caused
the problem in the first place, isto make no order for costs in respect of this
hearing.

It only remains for me to say that if either of you wish to appeal this
decision, it isaprocedural decision and therefore you have two weeks. |
have to make the ruling formally, but | sincerely trust that it will not be
invoked, because otherwise that would definitely scupper the substantive
hearing date!

Thank you both very much for agreeing to hear this over avideo link. |
know it is not ideal, particularly because of the time delay in transmission,
which makes it much more difficult for example for me to interject, but it

least it does save me along journey up to London and back.



Thank you both very much. | shall look forward to seeing you in person

on the 14",



