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Patent application number GB0011245.8 entitled “Method and apparatus for internet
transaction processing” was filed on 11 May 2000 in the name of Robert Benjamin Franks
and published on 14 November 2001 as GB2362235.

The gpplication was one of a number filed around thistime by Dr Franks of the firm of patent
attorneys Franks and Co in the field of eectronic filing of trade mark applications.
Throughout the examination process the examiner reported that the present invention was
excluded as a method for doing business and a program for acomputer. The examiner
deferred consderation of other issues including novelty and inventive step pending resolution
of the excluded matter issue. However, when it became clear that further correspondence
was unlikely to resolve the matter, a hearing was gppointed to dedl with the excluded matter
issue on this and three more of his co-pending gpplications which had reached asmilar sate
of impasse. That hearing took place on 17 November 2004 with Dr Franks in attendance as
both Applicant and Agent.

Before | go any further | wish to record my thanks to Dr Franks for agreeing to ded with
four of his applications a the same hearing. Whilst doing so made for a particularly intense
day, it reduced the adminigtrative overhead associated with the hearings enormoudy and was
particularly appropriate given the number of issues common to al four of his gpplicetions. As
| was at pains to siress during the hearing though, whilst they have been the subject of a
single hearing, in reaching my decision | have considered each case on its merits.

TheLaw

The examiner has maintained that the gpplication is excluded from patentability under Section
1(2)(c) of the Act, asrdating to amethod for doing business and a program for a computer
as such. The rdevant parts of this section read:



“1(2) It is hereby declared that the following (among other things) are not inventions
for the purposes of this Act, that isto say, anything which conssts of —

@
(b)

(c) ascheme, rule or method for performing a mentd act, playing agame or doing
business, or aprogram for a computer;

(d)

but the foregoing provision shal prevent anything from being treeted as an invention for
the purposes of this Act only to the extent that a patent or application for a patent
relates to that thing as such.”

I ssues of Principle

At the hearing, Dr Franks addressed me on a number of issues of genera principle which
were common to al four of his gpplications. | think it convenient to ded with those here
before going on to discuss the particular application in any more detail.

Condg gtency with the EPO’ s interpretation of the EPC

The above identified provisons of the Patents Act are designated in section 130(7) as being
so framed as to have, as nearly as practicable, the same effect as Article 52 of the European
Patent Convention, to which they correspond. This means that aswell as being bound by
decisons of the UK courts taken under section 1 of the Act, | must a'so have regard to the
decisions of the European Boards of Apped thet have been issued under this Articlein
deciding whether the invention is patentable.

At the hearing, Dr Franks addressed me at some length over the discrepancy in approach to
ng patentability between the UK courts and the Boards of Apped of the EPO as most
recently exemplified in Hitachi®. In essence the discrepancy is that the presence of any
technicd meansin aclam is sufficient in the eyes of the EPO for an invention to avoid the
exclusonswhere asit is not in the eyes of the UK courts, as exemplified in Fujitsu?. In
relation to thisissue, Dr Franks referred me to the decision of the Court of Apped in Gale's
Application [1991] RPC 305 where Nicholls LJ said at page 323 line 5:

“.itisof the utmost importance that the interpretation given to section 1 of the Act by
the courts in the United Kingdom, and the interpretation given to Article 52 of the European
Patent Convention by the European Patent office, should be the same. The intention of
Parliament was that there should be uniformity in thisregard. What is more, any substantia
divergence would be disastrous.”

Dr Franks put it to me that maintaining consistency of gpproach was of paramount

1 Board of Appeal of the European Patent Office T 0258/03
2 Fujitsu Limited’s Application [1997] RPC 608
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importance. He said that | should take due account of the relative dates of the Hitachi and
Fujitsu decisons and that in so doing, Hitachi should take precedence. To use hiswords,
being of later date “Hitachi trumps Fujitsu”. Moreover, he put it to me thet in order to
maintain this consstency of approach to the exclusions, the Court of Appea would now
follow the Hitachi approach. | cannot accept that.

It isnot for me to hypothesise how the courts might consider cases put before them in future,
My role is to decide whether the present gpplication meets the requirements of the Act as
interpreted by past decisions of the courts. Whilst | must so have due regard to the
decisons of the EPO Boards of Apped, as Nicholls LJwent on to say in the passage
following that quoted by Dr Franks above, the courts are not bound by them. Thus, when
there is a divergence between the UK courts and the EPO Boards of Apped | aminno
doubt which path | must follow. The gpproach of the UK courts takes precedence. Those
courts have made it abundantly clear that the mere presence of hardware in the clams is not
aufficient for the exclusonsto be overcome. That the decison in Hitachi is more recent has
no bearing on the binding nature of older decisons of the UK courts. In short, | am not
prepared to follow Hitachi in preference to the Court of Appeal’sdecisonin Fujitsu.

| have one more observation to make in thisregard. Whilst they may have decided that the
invention was not excluded in Hitachi, the Board of Apped till decided that it was
unpatentable by virtue of it faling to provide an invertive step. In making that assessment,
the Board of Apped decided that only features contributing to atechnica character could be
taken into account when ng inventive step. Whilst this gpproach is aso contrary to
established UK practice | am confident that the end result would be the same irrespective of
which approach was followed. And that it is the end result (and not the approach for getting
there) that isimportant was | think made clear by NichollsLJin Galewhen hesad at line 9
page 323(ny emphasis):

“What is more any subgtantia divergence would be disastrous. 1t would be absurd if,
on an issue of patentability, a patent gpplication should suffer adifferent fate according
to whether it was made in the United Kingdom under the Act or was madein Munich
for a European patent (UK) under the Convention.”

Whilst there may be a difference in approach between the UK and the EPO, that difference
isnat (in my opinion) “subgtantid” in terms of what isand is not patentable.

The TRIPS Agreement

Dr Franks asked that in my decision (and without prejudice to his case) | address the issue of
whether the UK was in contravention of its obligations under the TRIPS Agreement in not
granting patents for business methods. The specific article of interest to Dr Franksis Article
27 which concerns the range of subject matter for which patent protection must be made
available by sgnatoriesto the TRIPS Agreement. Article 27 says that (subject to a number
of provisons which are not relevant in the present context):

“patents shdl be available for any inventions, whether products or processes, in all
fields of technology, provided they are new, involve an inventive step and are capable
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of indudtria gpplication.”

In Dr Franks opinion, business methods and in particular computer implemented ones, relate
to afidd of technology and thus, he said, patents should be available for them.

However much Dr Franks might wish me to do so, it is not for me to make genera
pronouncements about the UK’ s obligations under TRIPS — my role isto decide whether the
gpplication in suit meets the requirements of the Act. The TRIPS Agreement has not
changed what isand is not patentable in the UK.

It isagenerd principle that Tregties are not self enacting. Therefore any changesin existing
law that are to be introduced as aresult of atreaty becoming effective need to be enacted in
legidation. That the TRIPS Agreement is no exception to this principle was confirmed by
Jacob Jin Lenzing AG’ s European Patent (UK) [1997] RPC 245. In hisdecision in that
case Jacob Jfound that the Agreement has no direct effect. In other words, the Treaty did
not automaticaly override any existing law when it became effective on 1 January 1996.

No amendments to the exclusons contained in section 1 of the Act have been deemed
necessary following the coming into effect of the TRIPS Agreement. Thus inventions
comprising methods of doing business as such remain unpatentable in the UK, including when
implemented via a computer.

Technical Aspect

The third point raised by Dr Franks which was of rdevance to dl four gpplications
concerned the interpretation of the words “as such” in thefina clause of section 1(2). Dr
Franks and | were in complete agreement that an invention is not excluded from being
patentable merely becauseit is used in an excluded activity. However, quite what is needed
to make an otherwise unpatentable thing patentable was the subject of some discussion
between us. It is generdly accepted that an invention in an otherwise excluded field can il
be patentable if it makes atechnicad contribution. This follows on from the Board of Apped
decision in Vicom® which was subsequently endorsed by the Court of Apped in Merrill
Lynch’s Application [1989] RPC 561 where Fox LJ sad in his decison at page 569:

“It seemsto meto be clear...that it cannot be permissble to patent an item excluded
by section 1(2) under the guise of an article that contains that item —that isto say, in
the case of a computer program, the patenting of a conventional computer containing
that program. Something further is necessary. The nature of that addition is, | think, to
be found in the Vicom case whereiit is stated: “Decisve iswhat technica contribution
the invention makes to the known art”.”

Inhisdecison in Fujitsu, Aldous LJ quoted that section of Fox LJ s decison with approval.
However, Dr Franks put it to me that Aldous JL went a step further. After quoting Fox LJ,
Aldous LJwent on to say at page 614 line 40:

“However, it isand dways has been principle of patent law that mere discoveries or

3 Decision of the EPO Board of Appeal T 208/84
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Ideas are not patentable, but those discoveries and ideas which have atechnical aspect
or make atechnical contribution are.”.

Thus, according to Dr Franks, the Court of Apped decided in Fujitsu that an invention did
not have to make a technical contribution for it to be patentable - it was sufficient for an
invention to have atechnica aspect. Whilst | can see some attraction in Dr Franks
argument, | respectfully disagree. When actually making his decision to refuse the application
in Fujitsu, Aldous LJ consgtently used the lack of technica contribution as the basis for
determining that the invention in that case was excluded as a program for acomputer as such.

He did not consder the invention against a separate “technica aspect” test.  What Dr
Franks asked me to do was to consider the “technica aspect or technical contribution”
gatement in isolation from the rest of Aldous LJ sdecigon. | think it would be wholly
inappropriate for me to do that and to ignore the most direct source of interpretation of those
comments available to me. In interpreting what he considered made an otherwise excluded
thing patentable, there isto my mind no escaping the fact that Aldous LJ found dl the daims
in Fujitsu to be unpatentable, including the gpparatus clams. Apparatus clam 10 included a
host of technica dements including computer storage and display means. Thus some of the
cdamsrefusedin Fujitsu undoubtedly possessed technica character or atechnical aspect but
the Court of Apped did not consder that sufficient for them to escape the exclusons. | fed
bound to take the end result into account when interpreting Aldous LJ s other commentsin
that case. | am certainly not prepared to accept Dr Franks suggestion that perhaps Aldous
LJ had erred in the gpplication of his own tet.

On that basis | conclude that the correct test to gpply in determining whether an invention is
patentable is whether it makes atechnica contribution. It is not sufficient for an invention
merely to include some technicd features.

The definition (interpretation) of technica

At the hearing Dr Franks made much of the fact that the courts have not attempted to define
precisaly what congtitutes atechnica contribution. He said that he thought the interpretation
the UK Patent Office gpplied was unduly limited. In advancing his case he took meto
various sources to provide definitions of “technicd”, “technology”, “technologica” and so
forth which he said supported his case that his applications were patentable. These included
the Callins English Dictionary from which he extracted the definition of technicd as being
“relating to, or characteridtic of, a particular field of activity”. This he said showed that the
norma meaning of technical was not restricted to some piece of technology or to some

“physcdity”.

At the hearing | said that the vaue of taking me through those definitions was limited. The
courts have not found it necessary to provide a pecific definition of “technicd” or, more
sgnificantly “technicd contribution” in assessng whether an invention was excluded and | do
not fed it necessary to do so either. And as| have aready said above, | do not need to be
persuaded that the invention has technica character. That though is not the test | fed bound
to apply — it must make atechnica contribution.

| think it only fair, however, to ded with Dr Franks effortsin this repect alittle more fully.
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At the hearing he referred me to two specific references’ as evidence to support his view that
the Patent Office was interpreting “technica” too narrowly when assessing patent
goplications. He sad that both these texts used the expression “technicd andyss’ to
describe the study of financid market action for the purpose of forecasting future price
trends. These, he said, demondtrated that practitionersin the fidd of financid market
forecasting considered their activitiesto be technica. Any contribution to these activities
whether involving computer hardware or not would then, in Dr Franks' view, conditute a
technica contribution.  He suggested that in deciding whether an invention made a technica
contribution (and thus whether it was patentable) the Office should not apply a restricted
definition of technica but should take account of what is congidered to be “technica” in the
particular field of the invention.

| do not agree. At no time have the courts suggested that what congtitutes atechnical
contribution depends upon what terminology has become commonplace in aparticular fidd.
Moreover, doing so would lead to some ludicrous Situations. At the hearing | drew Dr
Franks' attention to the practice of marking a box between the dug-outs and the touchline at
afootbal ground. The purpose of doing that isto define an area which the team manager or
coaching staff are not alowed to venture beyond. These boxes are widdly referred to asthe
“technicd areas’. Following Dr Franks argument would lead one to conclude that the
practice of marking the fidd in thisway would not be excluded from patentability becausein
the particular art it was commonplace to refer to these areas as “technicd”. That would
clearly be anonsense.

The courts have not found it necessary to define what congtitutes atechnical contribution and
| do not condider it necessary either. What they and the Boards of Apped of the EPO have
doneis provide awedth of case law indicating what does and does not congtitute a technica
contribution from which | can draw to help me decide whether the present invention is
patentable.

Condderation of other granted patents

At the hearing, Dr Franks drew my attention to EP0927945B granted to Amazon.com.
Whilgt he did not address me in any detail on its subject matter he said that he considered the
present invention to make more of atechnica contribution than the invention disclosed in that
patent. Asl sad at the hearing, whether a particular invention makes atechnica contribution
is to be decided on the facts pertaining to that case. Previous patents granted by the EPO
(or the UK Patent Office) havelittle bearing on my decision regarding the present
application.

Thefind point | wish to stressisthat in reaching my decison on each of Dr Franks
applications | have taken account of al his submissons at the hearing, al the correspondence
on file and the witness statement he presented at the hearing regarding the development of the
implementing software.

Summarigng dl this| shdl gpply the following principles (derived from the relevant precedent

4 Financial Prediction Using Neural Networks by Joseph Zirilli ISBN 1-85032-234-1 pages 24-25 and
Introduction to Stock Exchange Investment by Janette Rutterford | SBN 0-333 34230-5 pages 261-264
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case law) in deciding whether the present invention is patentable:

Fird, it isthe substance of the invention which isimportant rather than the form of
claims adopted. Moreover, merdly including hardware or technicad dementsin the
cdamsis not sufficient under UK law for the exclusons to be avoided,

Second, the effect of the final part of section 1(2) isthat an invention is only excluded
from being patentable if it anounts to one of the excluded areas “as such” and that
following decisions of the UK courts and the EPO Boards of Apped, an invention is
not considered to amount to one of those thing “as such” if it makes atechnical
contribution;

Third, whether an invention makes atechnical contribution is an issue to be decided on
the facts of the individud cass:

Fourth, it is desirable that there should be consistency between the Patent Office' s and
EPO'sinterpretation of the exclusion in the Patents Act and the EPC. However where
there isadivergence | am bound to follow the approach adopted in the UK courts;

Findly, any doubt over the patentability of the invention should be resolved in favour of
the Applicant.

The specific invention

This particular invention relates to a computer system for enabling the input of deta reating to
trade mark gpplications. A user is ableto input details of the gpplicant’ s identity, the trade
mark being applied for and account details for the applicant viaa computer termina. He can
aso sdlect the country or countries and the classes of goods and services for which

protection is sought from displayed data which includes cogt informeation.  Findly an

€l ectronic message confirming the inputted data is generated and sent between various
computer resources in the system.  In the embodiment described this confirmation message is
an dectronic filing rece pt issued by a trade marks office upon receipt of an ectronicaly
filed gpplication.

The clams | was asked to consder a the hearing were filed with Dr Franks' |etter dated 27
September 2004 and comprise 6 clamsin tota of which clams 1 and 6 are independent.
Both those claims are directed to gpparatus and any difference between them is subtle and of
little consequence to my decison. For the sake of brevity | shdl only reproduce clam 1
here, that being the clam Dr Franks focused on at the hearing. Clam 1 reads

1 A computer gpparatus comprising apluraity of computer entities, configured for
processing data relaing to at least one trade mark, each said computer entity comprising a
data processor and a memory device, said gpparatus comprising:

acomputer implemented display configured for displaying country data describing at least
one country in which atrade mark application may be filed:;
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acomputer implemented display configured for displaying classfication data describing a
list of goods and services classfied into aplurdity of different categories,

acomputer implemented display configured for displaying price data reating to a least
one transaction in relation to a said trade mark;

computer implemented means for sdlectively inputting individud items of said
classfication data;

computer implemented means for inputting trade mark data describing a trade mark;
computer implemented means for specifying an goplicant of asad trade mark;

computer implemented means for entering financid data describing an account number of
acustomer;

computer implemented means for generating a confirmation message confirming said
trade mark data, classfication data, applicant data and price data; and computer
implemented means for sending said confirmation message between individud said
computer entities.

| am in no doubt thet that filing of trade mark gpplications can be viewed as a business
activity and | congder it to be potentialy caught by the method of doing business exclusion.
Furthermore, despite the claims being directed to gpparatus for conducting that process, | am
in no doubt that the invention comprises a program for a computer and is potentialy caught
by the computer program excluson. That though is not the end of the matter. Asl have
indicated above, the case law teaches that an otherwise excluded invention is patentable if it
makes atechnica contribution. | therefore need to consider whether the present invention
makes such atechnica contribution

Dr Franks' firgt line of argument in this respect was tha the invention provided the solution to
atechnica problem, namely how to configure a computer system for filing trade mark
gpplications so that delays and errors associated with the collection of data were reduced.
However, the courts have made it bundantly clear that merely automating processes that
were previoudy conducted manudly is not sufficient for an invention to be said to make a
technica contribution Thisis exemplified by the Court of Apped’sdecison in Fujitsu.

In his responses to the various examination reports, and at the hearing, Dr Franks disputed
whether the invention should be refused as amounting to no more than the automation of what
was previoudy done manudly. To do so would, he said, be akin to refusing a patent for a
Stedlth Fighter because that was atool enabling someone to fly which could be viewed as
automeating the process of jumping from A to B. | can see two fundamenta flawsin that
argument. Firg, thetool in Dr Franks andogy isan aircraft and that is not an excluded item.
Conversdy, in the present invention the tool is a program for acomputer whichisan
excluded item. Second, the end result in the andogy is the process of flying (or jumping)
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which again does not fadl into any of the excluded categoriesin the Act. The end result of the
present invention is the filing of trade mark applications which, as | have dready sad, |
congder to fdl within the business method excluson. | thus see no mileage in this particular
line of argument.

Dr Franks also sought to distinguish the present invention from that refused in Fujitsu on the
facts. Firg he said thet Fujitsu rdated to a different fidld, namely computerized modding.
Whilgt | agree that some of the facts are different in Fujitsu, that does not in my mind affect
the applicability of the general principles developed there. Using a computer to do what was
previoudy done manudly is not enough for an invention to be said to make atechnica
contribution. Second Dr Franks said that Fujitsu concerned a stand aone computer where
as the present invention relied upon a network of computers. Thus he said the present
invention was not merely computerization of amanua process. However, | can see nothing
in Fujitsu to suggest that computerization is limited to use of a Sngle computer rather than a
network. Moreover, thisisapoint that has been considered by the Comptroller’ s Hearing
Officers on numerous occasions® and they have always concluded that the fact that a network
of computers is used does not provide atechnical contribution when the advantages obtained
are those you would expect to achieve from using a network. | see no reason to cometo a
different conclusion in thisinstance.

Dr Franks rigoroudy pursued one further avenue in his attempts to distinguish the present
invention from those refused by the Court of Apped in Fujitsu and by the Comptroller’s
Hearing Officers as rdating to the mere automation of amanua process. Thiswasin rdation
to the time critica nature of filing trade marks. The present invention, he said, provided the
user with ared time receipt so that he was able to check immediately whether the data had
been input asintended. Any error could therefore be corrected immediately thus avoiding
the possibility of any trade mark rights being prgudiced. This, he said, wasin direct contrast
to the previous manual filing syssem where the delay in receiving confirmatory information
could be catastrophic.

Whilgt | can see the benefit of providing such functiondity, | fal to see how it can be said to
make atechnica contribution. The invention may well condtitute a new tool for e-filing of
trade mark applications but the advantages it provides are precisely those | would expect to
achieve from computerizing an existing manud process. That those advantages are
particularly attractive in the specific (and time criticd) field of filing trade marks does not in
my opinion make any difference. The invention remains the computerization of what was
previoudy done manudly and as the courts have told us, thet is not in itsdlf sufficient to render
it patentable.

Dr Franks said that another agpect which al four of his gpplications shared was their god of
making the data input process as easy as possible. He sad that the filing of trade marksin
multiple jurisdictions was extremely burdensome, particularly where amark sought protection
in multiple classes of goods and services. Againg that background he said that it was
extremely important that the hardware was configured to make that process as easy as

5 See BL 0/317/00 and 0/253/03 for example on the Patent Office website
http://www.patent.gov.uk/patent/legal /decisions/index.htm
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possible so that a user was encouraged to input dl the datain one Stting. 1n assessing the
ggnificance of thishe said | should bear in mind the context in which the systlem would be
used. Incontrast to Fujitsu where the invention was implemented on a stand done
computer, Dr Franks said that the system developer would have no control over the
hardware employed by individua users of the sysem. He sad it was vitd that the system
functiondity alowed userswith alow specification PC or internet connection to input data
efficiently. If it did not do so, he said, there was arisk that users would get fed up or that the
system would crash and the trade mark would not get filed. In short, he sad, if the interface
was not good enough e-filing would just not be feesible.

Whilgt there may be particular atractionsin speeding up the datainput processin the field of
e-filing of trade marks | can see nothing in the particular way thisis achieved in the present
invention which could be said to provide atechnica contribution. The information provided
to the user is precisaly what you would expect given the activity being conducted. | can see
no technica problem being solved in providing it. At the hearing Dr Franks submitted a
witness statement which detailed the correspondence he had with the programmer tasked
with writing the software to put the inventioninto practice. This correspondence, he said,
showed that he had had to employ inventive ingenuity to overcome the problems associated
with the syssem. In Dr Franks opinion this further demongrated how the invention made a
technica contribution through the method of implementation. | do not agree. In my opinion,
what the exchange shows is that the programmer had an imperfect understanding of the trade
mark system, for example what the Madrid system involves. Thus further input from Dr
Franks was required to clarify the functionality required of the system and, in view of ddays
in providing the full functiondity, to identify the minimum functiondity the sysem should
initidly provide.

To my mind thisis precisaly the sort of didog | would expect to take place between an
inventor and a program developer and | can see nothing in the particular problems
encountered which could be said to provide the necessary technicad contribution. Whilst Dr
Franks described this as configuring the computer to optimaly extract the information from
the user into the user interface, | think that is Sgnificantly overplaying things. The interface
merdly dlows the user to input the data required for filing trade marks.

Fndly, there is nothing in the specification to suggest that the hardware used to implement the
invention is anything other than conventiond. Admittedly once programmed it may condtitute
anew tool but it seems clear to me that any novdty isin the functiondity the computer
provides. The computer is not operating in a different way at atechnicd level. The
functionality provided isto alow the e-filing of trade marks which, as| have dready sad, is
to my mind an excluded activity. | fall to see how any technica contribution can derive from
either the hardware or what the hardware is being used for.

Dr Franks find line of argument asto why | should grant this application was that the lack of
any agreed definition of “technicd” or “technica contribution” meant that there was doubt as
to precisely where the boundary lies between what is and is not patentable. Such doubt
should, he said, be resolved in the Applicant’sfavour. Whilst it may be difficult to define the
precise location of that boundary, | am in no doubt that the present invention fals on the
excluded sde of that boundary and thus there is no doubt to be resolved.
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Decision

| have found that in substance, the invention defined in the independent daims comprises a
method for doing business and a program for a computer. Moreover, | have found that the
invention makes no technica contribution and therefore amounts to those excluded items “ as
such”. The dependent claims are concerned with features such as the way the various data is
presented or transmitted and | can see nothing in any of them that could be said to condtitute
atechnicd contribution. Moreover, | have read the specification in detail but have been
unable to identify anything which could form the basis for a patentable claim. Consequently, |
refuse the application under section 18(3) on the grounds that the invention is excluded under
section 1(2).

Appeal

Under the Practice Direction to Part 52 of the Civil Procedure Rules, any apped must be
lodged within 28 days.

A BARTLETT
Deputy Director acting for the Comptroller



