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1 Patent application GB0114021.9, entitled “System and method for continuous delivery
schedule including automeated customer natification”, was filed in the name of Fujitsu Limited
on 8" June 2001. The gpplication claims priority from US patent application US09/684859
filed on 5" October 2000. The examiner’s search report dated 27" February 2002 identified
one prior art document consdered relevant to the novety of the clamed invention. In the
letter accompanying the report, the examiner observed that the invention may be excluded
from patentability by section 1(2)(c) of the Act as being a scheme, rule or method of doing
business. The examiner sated that further consideration of the matter would be given a
Substantive examination.

2 The application was published as GB2368426 on 1 May 2002. In hisfirgt examination
report dated 18" February 2004, the examiner reported that the claimed invention lacked
novelty with respect to EP0845747 A2, and was excluded from patentability asbeing a
scheme, rule or method for performing a menta act or doing business and/or a program for a
computer. The gpplication was subsequently amended to overcome the novelty objection,
but the examiner maintained his objection regarding the patentability of the invention in further
examination reports dated 14™ September 2004 and 16" February 2005.

3 Having been unable to resolve the matter through either amendment or argument, the matter
came before me to decide at a hearing on 7" April 2005 a which the applicant was
represented by Mr Tim Stebbing of Hasdltine Lake.

4 In accordance with rule 34(1)(a)(i) of the Patents Rules 1995, the normal period for
complying fully with the requirements of the Act expired on 5" April 2005, i.e. two days
before the date set for hearing. At the hearing, Mr Stebbing asked whether it would be
possible to extend the rule 34 period under the Comptroller’s power to ater atime period
due to an irregularity which is atributable wholly or in part to an error, default or omisson on



the part of the Patent Office. Mr Stebbing suggested that it might have been possible to
arrange a date for the hearing before the end of the rule 34 period had it not been for the lack
of availability of both the Hearing Officer and the examiner. This decision therefore dedswith
whether the Comptroller has power to extend the rule 34 period in such circumstances.

Shortly before the hearing, Mr Stebbing submitted a set of amended clamswhich | agreed to
consider dongsde those currently on file.

The application

The gpplication relates to a sysem for monitoring and updating delivery schedules based on
real-time feedback of completed deliveries and modifications made by customers.

Before a scheduled delivery, the system natifies a customer of the estimated delivery time at a
particular location. The customer is able to access the system, e.g. viathe Internet, so asto
modify the ddivery time to one that is more convenient. The customer is aso able to modify
the delivery location, the systlem being able to re-caculate a ddivery charge and to amend
the estimated ddivery time on the basis of such amodification The system crestes addivery
schedule to be followed by addivery person. Once a delivery has been completed, the
delivery person entersthe actua delivery time into the system, and the system re-cdculates
the estimated delivery times of the remaining deliveries

The system dlows for red-time update of delivery schedules to reflect the actua timeit takes
to complete adelivery to a particular location and to take account of any changes requested
by the customer. The gpplication acknowledges that it iswell known to track the progress of
parcesin amall delivery system and to automaticaly schedule ddliveries on the basis of zip
codes. The gpplication suggests that a disadvantage of the prior art is that delivery services
remain inconvenient to the customer because of the lack of information provided regarding
estimated ddivery time. A further disadvantage is the inability to amend ddivery time and
location once the delivery schedule has been prepared.

The amended claims submitted shortly before the hearing contain four independent claims,
cdams], 8, 13 and 14. Clam 1 isdirected to an information exchange system used to
manage the delivery of goods as broadly described above:

“1. Aninformetion exchange system used to manage the delivery of goods, the system
comprisng:

addivery scheduling computer for automaticaly generating and updating red-time ddivery
schedule information, transmitting the information to a delivery employee, and ddivering a
sdlected portion of the information including an estimated ddlivery time to aremote customer;

auser computer ble to the remote customer for receiving the selected portion of the
delivery schedule information and tranamitting a ddivery change request to the delivery
scheduling computer;

an employee computer ble to the ddivery employee for recaiving the red-time
delivery schedule information from the ddivery scheduling computer;
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anetwork linking the ddivery scheduling computer to the user computer and the employee
computer; and

a st of user gpplication modules associated with the delivery scheduling computer and user
computer for alowing the customer to view the selected portion of the ddlivery schedule
information and enter the delivery change reques;

the ddivery scheduling computer being responsive to the delivery change request to update
the ddivery schedule information and automaticaly recompute a delivery sequence based on
the updated ddlivery schedule;

the system further comprising tranamitting means for tranamitting the updated delivery
schedule information including the recomputed delivery sequence to the employee compuiter,
for enabling the ddivery employee to ddiver the goods according to the recomputed ddlivery
sequence;

the ddivery scheduling computer being further responsive to a ddlivery completion message
transmitted from the employee computer upon completion of a scheduled ddivery, the
delivery completion message including an actud ddivery time, to update the estimated
delivery times of remaining deliveries based on the actua ddlivery time, and said transmitting
means being arranged to tranamit back to the employee computer modified schedule
information including the updated estimated ddlivery times”

Clams 8, 13 and 14 are suffidently amilar in scope to cdam 1 that | do not need to quote
themin full. All four independent claims define a central computer system linked to both
customer and ddivery employee, the computer system being able to create arevised ddivery
schedule based on changes made by the customer and information provided by the ddlivery
employee. The computer systemis able to transmit the revised delivery schedule to the
delivery employeein red-time.

Thelaw

The examiner has maintained that the claimed invention relates to subject matter excluded
from patentability under section 1(2) of the Act, in particular to a scheme, rule or method for
performing a menta act or doing business and/or a program for a computer under section
1(2)(c). Therdevant parts of this section read:

1(2) It is hereby declared that the following (among other things) are not
inventions for the purposes of this Act, that is to say, anything which consists of -

@) ....

(b) ....

(c) a scheme, rule or method for performing a mental act, playing a game or
doing business, or a program for a computer;

@) ...

but the foregoing provision shall prevent anything from being treated as an
invention for the purpose of this Act only to the extent that a patent or
application for a patent relates to that thing as such.
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These provisons are designated in section 130(7) as being so framed as to have, as nearly as
practicable, the same effect as Article 52 of the European Patent Convention (EPC), to
which they correspond. | must therefore a so have regard to the decisons of the Boards of
Apped of the European Patent Office (EPO) that have been issued under this Articlein
deciding whether the present invention is patentable.

I nter pretation

It has been established by the Courts that an invention will not be excluded from patentability
by the above subsection if it makes atechnica contribution, eg. Fujitsu Limited's
Application [1997] RPC 608 at page 614. The principles to be gpplied under UK law in
deciding whether an invention makes a technica contribution have been rehearsed repestedly
in various decisons of the comptroller’ s hearing officersin recent times. These can dl be
found on the Patent Office webdite at

http://mwww. patent.gov.uk/patent/| egal/decisions/index.htm. For the purpose of this decison, |
congder it necessary only to restate the principles | have applied and not their origin.

Fird, it isthe substance of the invention whichis important rather than the form of dams
adopted. Second, whether an invention makes atechnica contribution is an issueto be
decided on the facts of the individua case. Third, it is desrable that there should be
consstency between the Patent Office’ s and EPO’ s interpretation of the exclusion in the
Patents Act and the EPC. Findly, any doubt over the patentability of the invention should be
resolved in favour of the applicants.

At the hearing, Mr Stebbing referred me to the Hearing Officer’ s decisionin Franks
Application (BL/027/05) in which these exact same principles were gpplied and which, he
believes, sets out the state of play in afarly clear way.

In deciding whether the present invention is excluded from patentability, | shal consider two
specific questions:

doesthe invention relate to an excluded category? If yes,
does the invention make atechnica contribution?
Mr Stebbing agreed that this was the correct approach to follow.
Argument

Mr Stebbing did not address me directly on the first question of whether the invention relates
to an excluded category. Instead, he took me Straight to the question of whether the invention
makes atechnica contribution, suggesting that there was no need to answer the first question
if the second question could be answered in the pogitive. In doing so, Mr Stebbing was not in
any way suggesting that he consdered the invention fals within an excluded category, merdy
that he congdered it difficult to separate the two questionsin light of the invention It should
aso be sad that the examiner had difficulty in identifying any particular category of excluson
caught by the invention, but was of the opinion thet it had dements of oneif not dl of a
business method, a computer program and a mentd act.
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Deding firgt with the question of whether the invention relates to an excluded category, there
islittle doubt that the application relates to a computer system for creating delivery schedules
on the basis of information provided to it by customers and delivery persomel. This
information can be the preferred time and location for a delivery provided by a customer or
the actud time of delivery provided by a ddivery person. The clams outline in functiond
terms the hardware components of a networked scheduling system and aso the processing
steps involved in the exchange of information Regardless of the form of the clams, itisclear
to me that the substance of the invention is a scheduling system that acts on specific
information to create and update ddivery schedulesin such away that improves the
efficiency and convenience of a ddivery service. Although the invention requires a suitably
programmed networked computer for its implementation, the advance that theinvention
seeks to makeisin the business of delivering parcels. Indeed, despite the obvious advantages
that the a networked computer brings to the invention, it is the use of amended ddivery
information provided by the customer and the actud ddivery time informeation provided by
the ddivery person that enables an amended ddivery schedule to be produced. The examiner
has argued that the exercise of processing the additiond information to derive an amended
delivery schedule could be regarded as a menta act. That may well be the case, but |
consder that the invention goes beyond mere processing of information; thereis aso the step
of gathering the rlevant information in the firgt place. In view of this, | have no doubt that the
invention fals within the excluson of section 1(2)(c), both as a method of doing business and
as acomputer program for itsimplementation.

Turning to the question of whether the invention makes a technical contribution, Mr Stebbing
referred me to three decisions of the EPO Boards of Apped as providing guidance on what
is regarded as making atechnica contribution. In thefirgt of these, Wabco (T362/90), the
Board of Apped hdd that agear lever which not only indicates the currently engaged gear
but also the best gear to engage at any time was patentable, despite having some features
which could be regarded as being mere presentation of information. The claim contained very
little by way of technical features, but theinvention was il regarded as making atechnica
contribution. The Board of Apped judtified their conclusion by referring to an earlier
decison, namely that of IBM (T115/85), where it was held that giving visud indications
automatically about conditions prevailing in an gpparatus or system is bascdly atechnicd
problem. Even if the basic idea underlying an invention may be considered to residein a
computer program, aclam directed to its use in the solution of atechnical problem cannot be
regarded as seeking protection for the program as such. Findly, in the Board of Apped’s
decison in Kearney (T042/87), it was decided that giving visud indications about conditions
prevaling in amachine tool that required manud interventionwas basicaly atechnica
problem.

Mr Stebbing proceeded to draw an andogy with the present invention. Very briefly, the
delivery person can be regarded as the human operator of a ddivery vehide, and the
scheduling system provides indirect ingtructions on how to operate the vehide in relation to
where to drive it and at what speed it should be driven. This, Mr Stebbing argued, represents
asolution to atechnica problem, which the Boards of Apped have held as making a
technica contribution. Mr Stebbing argued that the technica problem addressed by the
present invention is how to guide the operator of amachine, namely the driver of addivery
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vehicle, to operate his vehicle according to desired conditions, namely to meet addivery
sequence.

Firg of dl, | should point out that the application makes no specific mention of the employee
completing his deliveries by vehicle, and the only indirect ingtructions disclosed in the
gpplication that Mr Stebbing can be referring to are the location of the ddivery and the time
by which that ddlivery needs to be made. These, quite clearly, cannot be regarded as
instructions on how to operate a machine more effectively or more efficiently asisthe casein
Wabco, IBM and Kearney, because they could equaly apply to an employee delivering
parcels on foot. In the same way that amap would not provide atechnicd solutionin
directing a person to a particular destination, neither can the delivery schedule be regarded as
such. In my opinion, the only problem that the present invention seeks to overcome isthat of
updating ddlivery schedules based on changing conditions, a problem that arises because of
ineffective use of information rather than any technicd difficulty. The solution to this problem
is provided by way of conventional computer hardware programmed by conventiona
techniques, which seems to me provides nothing by way of atechnica contribution.

Having reviewed the amended claims filed shortly before the hearing, the daims asfiled
during processing of the gpplication and aso the gpplication asfiled, | am unable to find any
basisfor avaid clam making atechnica contribution.

Comptroller’s power to extend

As mentioned earlier, the agent asked whether it would be possible to extend the rule 34
period under the Comptroller’s power to dter atime period dueto an irregularity whichis
attributable wholly or in part to an error, default or omission on the part of the Patent Office,
i.e. under rule 100. The agent argued that it might have been possible to arrange a date for
the hearing before the end of the rule 34 period had it not been for the lack of availability of
both the Hearing Officer and the examiner. On the face of it, | do not think that the lack of
availability of both the Hearing Office and the examiner can be regarded as an error, default
or omission on the part of the Office. Thisis something that regularly happensin large
organizations and especialy so around periods of nationa holiday, asin the present case.
However, there remains the argument that the Office could have resolved the position
regarding the hearing alot sooner than it did, thereby reducing the chance of key personne
being unavailable to attend. Having reviewed the correspondence on file, it gppears that the
examiner suggested that the matter of patentability should proceed to hearing in aletter dated
16™ February 2005, some seven weeks before the end of the rule 34 period. In his|etter, the
examiner recognized the urgency of the case and asked the agent to contact him persondly in
order to make the necessary arrangements. The agent requested a hearing in aletter dated
14™ March 2005, two days before the latest date for reply set by the examiner, and some
three weeks before the end of the rule 34 period.

The fact that a hearing was not offered until so late in the life of the patent is not unusud, nor
is the fact that the agent agreed to a hearing so close to the end of the reply period set by the
examiner. In most circumstances, it would be possible to arrange a convenient date at such
short notice, but, in thisingance, it proved impossible. | do not consider that the Office has
erred in any way in not offering a hearing sooner than it did; it seems to me that both the
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examiner and the agent gave full and timely condderation of each other’ s arguments at every
stage, and that the process of argument and rebuttal came to anatural conclusion in February
2005. From then on, the Office was then in the hands of the agent, who was aware of the
need to resolve the date of hearing as soon as possible but had no knowledge of the leave
commitments of the Hearing Officer and the examiner. Given only three weeksto arrange a
hearing, it is not surprising thet the Office could not find a suitable date, athough, as | have
mentioned earlier, it is usudly possible to schedule a hearing at such short notice.

Inview of these circumstances, | do not consider that the Compitroller has power under rule
100 to extend the period for putting the gpplication in order. It should be noted that the
gpplicant can Hill request to extend this period by two months under rule 110(3) by filing a
form 52/77, provided that he does so before 5™ June 2005.

Conclusion

| have found that the invention as clamed in the gpplication fals to provide any technicd
contribution and that it is therefore excluded from patentability as a method of doing business
and a computer program under section 1(2)(c) of the Act. | have found this to be the case
for the invention as st out in the dams on file and those submitted shortly before the
hearing. Having dso found that there is no prospect of any amendment which would result in
an dlowable claim, | accordingly refuse the gpplication under section 18(3).

Appeal

Under the Practice Direction to Part 52 of the Civil Procedure Rules, any apped must be
lodged within 28 days.

H JONES
Deputy Director acting for the Comptroller



