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No. 14 of 1941. 

ON APPEAL FROM THE SUPREME COURT 
OF CANADA 

B E T W E E N 

T H E COCA-COLA COMPANY OF CANADA L I M I T E D 
(Plaintiff) Appellant 

AND 

PEPSI -COLA COMPANY OF CANADA L I M I T E D 
(Defendant) Respondent. 

CASE OF THE APPELLANT (PLAINTIFF). 

1.—These are consolidated appeals by leave of His Majes ty in Council RECORD 
f rom a judgment of the Supreme Court of Canada delivered on December 9th, 
1939, in an action for t he infr ingement of a t rade m a r k registered for non- P- 1 8 6 

alcoholic beverages and syrups therefor. The Plaintiff appeals in respect 
of the reversal by the Supreme Court of a judgment of the Exchequer Court 
of Canada (Maclean, P.) holding the Defendant to have infringed the p. 99 
registered mark , and the Defendant appeals in respect of the affirmance of 
t h e Exchequer Court 's decision t h a t the Plaint iff 's registration was valid 
a n d t h a t the Defendant ' s counterclaim for an order expunging the m a r k 

10 f rom the register should consequently be dismissed. 

2 .—The m a r k sued upon was used in Canada by the Plaint i f f ' s prede- PP- 62, 64 
cessor a t least as early as 1900, though it was no t registered unt i l p. 217 
November 11th, 1905 (No. 43/10433). This predecessor's business was p. 55 
acquired by the Plaintiff in 1923, a t which t ime i t was carried on f rom 
twelve branches a n d bot t l ing plants , a number subsequent ly increased to PP- 56. 60 
twenty . The beverage has also been bot t led by over eighty bott lers. I t 
is sold a t five cents a dr ink a t substant ia l ly all soda fountains th roughout p. 62 
Canada as well as by other distr ibutors. At the soda founta ins the syrup 
is mixed wi th carbonated water b y the dispenser and directly consumed by 

20 the purchasers. 

3.—The use of t he Defendant ' s m a r k of which the Plaintiff complains 
began only in 1934 when the Defendant company was organized as a 
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pp. 4, 23 subsidiary of a United States company incorporated in 1931. This use 
was on a beverage of the same character and colour as t h a t upon which the 
Plaintiff had used its mark, and the Defendant 's beverage, like the Plaintiff 's, 
was sold a t a low price. 

4.—Each of the marks consists of a pair of two-syllable words separated 
by a hyphen and wri t ten in a distinctive form. The reproductions below 
show the Plaintiff 's mark as registered in 1905 and the Defendant ' s mark 
as used on its bott le labels. 

Plaintiff 's mark Defendant 's mark 

As used on the bottle caps of the parties in each case these marks 10 
appear in red. 

5.—In its s ta tement of claim the Plaintiff set up not only the registra-
tion of 1905 (which was renewed in 1930 as the s t a tu te required) bu t also a 
registration of the same words, unrestricted as to form of printing, effected 
in 1932. In the judgment of the Exchequer Court i t was said t ha t this 
la t ter registration might be disregarded and in this appeal the earlier 
registration is alone in question. . 

6.—The 1905 registration was made under a s ta tu te known as the 
Trade Mark and Design Act, ( R . S. C. 1927, c. 201) w h i c h w a s r e p e a l e d b y 
the Unfair Competition Act, 1932 (22-23 George V, Chap. 38). This later 20 
Act provided t h a t registrations made under the earlier Act should form 
pa r t of the register to be maintained under the later Act and since its 
enactment its provisions have governed the rights of the owners of all 
marks properly on the register irrespective of the da te of their registration. 

7.—The Unfair Competition Act, 1932, for the first t ime made a 
distinction between " word marks " and "design marks" , these expressions 
being defined in such terms as to make the first cover marks consisting only 
of letters or numbers independently of their shape or appearance (s. 2 (o)) 
and the lat ter cover marks depending for their distinctiveness upon their 
appearance alone and no t upon the signification of any letters or numbers 30 
included in them (s. 2 (c)). The Act contained different rules with regard 
to marks of each class, and special provisions were made to permit the 
application of these to marks registered under the repealed s ta tu te and 
forming pa r t of the register to be maintained under the new legislation. 
The special provisions applicable to old marks whose distinctiveness 

p. 2 

pp. 67, 68 
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depended upon or pa r t ly upon the signification of let ters or numbers was 
as follows (s. 23 (5)) :— 

" (5) Marks registered before the coming in to force of this 
" Act shall be t rea ted as word marks or as design marks according 
" to the following rules : 

" (a) Any m a r k consisting of words and/or numerals only wi thout 
" any indication of a special form or appearance shall be 
" deemed to be a word mark ; 

" (b) Any other m a r k consisting of words and/or numerals only 
10 " shall be deemed to be a word mark if a t the da te of i ts 

" registrat ion the words and/or numerals would have been 
" registrable independent ly of any defined special form or 
" appearance a n d shall also be deemed to be a design m a r k 
" for reading m a t t e r presenting the special form or appearance 
" defined. 

" (c) Any m a r k including words and/or numerals in combination 
" with o ther features shall be deemed to be a design m a r k 
" having the features described in the application therefor 
" b u t wi thout a n y meaning being a t t r ibu ted to the words 

20 " o r numerals , which shall, however, also be deemed to con-
" s t i tu te a word m a r k if a n d so far as t h e y would a t t he da t e 
" of registration have been registrable independent ly of a n y 
" defined form or appearance and wi thout being combined 
" with a n y o ther f ea tu re . " 

8.—In suppor t of i ts r ight to succeed the Plaintiff relied upon the 
provisions of the Unfair Competition Act, some of the most re levant of 
which have no counterpar t in previous legislation in Canada or in Brit ish 
s t a tu t e law, and now for t he first t ime fall to be construed. I t s r ights in 
respect of i ts registered m a r k were proved in accordance with the provisions 

30 of Section 18 of the Unfai r Competit ion Act by a certificate of the relevant 
entries in t he Register. Tha t section provides t h a t : 

" 18. (1) In any action for the infr ingement of any t r ade mark , 
" t he product ion of a certified copy of t he record of the registrat ion 
" of such t r ade m a r k m a d e pu r suan t to the provisions of this Act 
" shall be prima facie evidence of t he fac ts set out in such record 
" and t h a t t he person named therein is the registered owner of such 
" m a r k for t h e purposes and wi thin t h e terri torial area therein 
" defined. 

" (2) Such a certified copy shall also, subject only to proof of 
40 " clerical error therein, be conclusive evidence tha t , a t t he da te of 

" the registration, t he t rade m a r k therein ment ioned was in use in 
" Canada or in the terri torial area therein defined for the purpose 
" therein set out , in such manner t h a t no person could thereaf te r 
" adopt the same or a similar t r ade mark for the same or similar 
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RECOBD " goods in ignorance of t he use of the registered mark by the owner 
" thereof for the said purposes in Canada or in t he defined terri torial 
" area within Canada ." 

9.—A number of other sections of t he Act were quo ted by the learned 
tr ial Judge in his judgment , t he sections quoted including t h a t which forbids 
a n y one to direct public a t ten t ion to his wares in such a way t h a t i t might 
" be reasonably apprehended t h a t his course of conduct was likely to cause 
" confusion " with a competi tor 's wares (sec. 11), those which confer upon 
t h e registered owner of a m a r k an exclusive r ight t o the use in association 
wi th similar wares of the same m a r k or any similar one (Sec. 3 and 4), and 10 
t h a t which defines the word " similar " as applied to marks . This definition 
is thus expressed in section 2 : 

" 2 . I n this Act, unless the context otherwise requires . . . 
" (&) 1 Similar ' in relat ion to t rade marks , t r ade names or dis-

" t inguishing guises, describes marks , names or guises so 
" resembling each other or so clearly suggesting the idea 
" conveyed by each other t h a t t he contemporaneous use of 
" bo th in the same area in association wi th wares of the same 
" kind would be likely to cause dealers in and/or users of 
" such wares to infer t h a t t he same person assumed responsi- 20 
" bility for their character or quali ty, for the conditions under 
" which or the class of person by whom they were produced, 
" or for thei r place of origin." 

10.—By way of answer to the content ion t h a t t he marks in question 
were similar in the sense thus defined the Defendant relied upon formal 
evidence of the fac t of the regis t ra t ion of some th i r ty t r ade marks mos t of 
which included the word " cola " or " k o l a , " a n d upon the oral evidence of 
one Guth by whom the Defendant ' s pa ren t company h a d been organized in 
1931 and who mainta ined t h a t confusion between the beverages bearing 
t h e marks could no t occur. The cross-examination of this witness was 30 
chiefly directed to showing t h a t confusion was no t only probable bu t had 
in fac t occurred in the Uni ted States. 

11.—In discussing the question of infr ingement the learned trial 
Judge deals wi th the mode in which marks are to be compared. He points 
ou t t h a t the comparison should no t be made 

p. 90 " b y taking the two marks in question, placing them side by 
" side and critically comparing them ; if that is done the marks may 
" exhibit various differences, yet the main idea left in the mind by 
" both may be the same." 

He ment ions the impor tance of having regard to any 40 
p . 90 " special features associated wi th t r ade marks in conflict, 

" i l lustrated in this case b y the conspicuous scroll effect, or flourishes, 
" in t he format ion of each m a r k , " 

pp. 222-285 
pp. 40-53 

pp. 47-49 
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a n d also of keeping in mind the oppor tun i ty of deception, the probabi l i ty RECORD 
of telephone errors a n d t h e tendency to abbreviate . On this branch of the 
case the conclusion reached is expressed as follows :— 

" I t seems to me t h a t persons might very easily and readily be p. 76 
" confused or mis taken in receiving an order for the beverage of 
" either Plaintiff or Defendant , if hurr iedly or carelessly given or 
" pronounced, par t icular ly over the telephone . . . And fur ther , 
" there would, I think, be a probabi l i ty of confusion result ing f rom 
" the probable tendency on the p a r t of m a n y persons to abbrevia te 

10 " one or the o ther of t he marks, or bo th marks , in to ' Cola ' which 
" would render it easily possible for a person to be given a beverage 
" he really h a d no t in m i n d . " 

12.—The judgment of the learned tr ial Judge contains no express 
s t a t emen t t h a t he inferred f rom Guth 's evidence and demeanour t h a t i t 
was the in tent ion of Guth a n d his associates to t ake advan tage of t he 
reputa t ion of the Plaint iff 's beverages, b u t t h a t he in fac t drew t h a t 
inference sufficiently appears. 

The learned Judge discusses the judgment given in a United States 
court to which Guth h a d referred in cross-examination in justification of pp. 88,89 

20 certain instances of confusion wi th which he had been confronted and he 
fu r the r discusses the fac ts in t h a t case which Guth said had been correctly 
s ta ted in such judgment . These fac ts were t h a t fifty-nine waitresses and pp. 48,87 
for ty-one soda dispensers of a beverage-retailing company of which Guth 
was president had in six hundred and twen ty instances subs t i tu ted " Pepsi-
Cola " for " Coca-Cola " in for ty-four different stores. These fac ts are 
referred to by the learned tr ial Judge as showing" how extensively f r aud 
was " pract ised " and as indicating the possibility of pp.88,89 

" serving unsuspect ing customers with Pepsi-Cola instead of p. 89 
" Coca-Cola, and wi th comparat ive immuni ty , by dishonest retailers 

30 " or their servants , if so inclined." 

He concludes t h a t the judgment ment ioned had n o t the effect Guth 
a t t r ibu ted to i t since i t did n o t 

" furnish an answer to the contention here t h a t on account of p. 89 
" t h e similari ty of the marks , and o ther circumstances, there is the 
" probabi l i ty of confusion arising and the possibility of deception 
" being pract ised." 

13.—The judgment also discusses the inference to be d rawn f rom the 
registration of 

" m a n y t rade marks applied to non-alcoholic beverages par t ia l ly pp. 68, 90, 
40 " similar to the Plaint iff 's m a r k or var ian ts of i t , " 9 1 

the learned Judge having already remarked t h a t 
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p. 70 " N o evidence, so far as I can recall, was given as to whether 
" any of these registered marks ever went into use in Canada," 

and that cases involving marks of the kind had been previously before him. 
The conclusion reached is thus stated :— 

" Why should all these trade marked beverages follow in the 
" wake of the entry of the Plaintiff's beverage on the market and 
" expand in numbers with the years ? To me all this has a cumu-

pp. 91,92 " lative effect adverse to the Defendant's contention, and lends 
" weight to the contention that Pepsi-Cola, and other of such marks, 
"were registered and put into use in Canada for the purpose of 10 
" obtaining some commercial advantage from the long acquaintance 
" of the public with the Plaintiff's beverage. My conclusion is that 
" there is infringement here." 

14.—With these conclusions on the issue of infringement the Supreme 
Court disagreed and reversed the judgment below on that issue. Of the 
five judges taking part, only Kerwin J . referred to the provisions of the 

pp. 201,202 Unfair Competition Act and he held that the marks were not " similar " 
in the statutory sense. The remaining members of the Court concurred 

pp. 187-200 in the judgment of Davis J . which contains no discussion of any of the 
provisions of the statute. 20 

p. 200 15.—Kerwin J . in his judgment does not refer to Guth's evidence or 
to the United States judgment which Guth cited or to the making of the 
thirty registrations of which the Defendant adduced evidence. In the 

pp. 197,198 judgment of Davis, J . these registrations are listed and characterised as 
" evidence of the general adoption of the word (cola) in names for different 
" beverages or tonics," despite the absence of any evidence of user of any of 
the same. The only passage in that judgment bearing on the evidence of 
Guth or on the United States judgment is as follows :— 

" It is plain from the reasons for judgment of the learned judge 
" that he concluded that there was a system of deception and fraud 30 

p. 200 " practised by the Defendant against the Plaintiff and that his view 
" of the whole case was much influenced by certain findings of fraud 
" and deception that had been made in a judgment in an American 
" case (Delaware) introduced into the evidence of the present case 
" and referred to by the learned Judge in his reasons for judgment. 
" Neither of the parties to this action was a party in the foreign 
" action, and it is sufficient to say, with the greatest respect, that 
" the findings of fact in that case have nothing whatever to do with 
" this case and were clearly inadmissible." 

The Plaintiff submits that the Supreme Court wholly misunderstood the 40 
basis of the learned trial judge's reasoning, who said with reference to these 
American cases (there were in fact two which were tried together and it 
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was held t h a t the Defendants as principals were no t responsible for t h e RECORD 
f raudulen t acts of their servants) :— 

" So while in those two cases the Court felt unable to impeach p. 89 
" t he rect i tude of the principals in the mat te r , t h a t does no t furnish 
" an answer to the content ion here t h a t on account of the similari ty 
" of the marks , and other circumstances, there is the probabi l i ty of 
" confusion arising, and the possibility of deception being pract ised 
" . . . On the whole these cases seem to me to render very formidable 
" suppor t to the Plaint i ff ' s content ion t h a t if t he marks Coca-Cola 

10 " a n d Pepsi-Cola are contemporaneously used, for the same class of 
" beverage, and having the same general appearance, there is a 
" likelihood of confusion resulting f rom one or more causes, pa r t i cu-
" larly in the retail sale of such beverages directly to the consumer ." 

The Supreme Court also erred in failing to t ake into account the evidence 
of the witness Guth generally and in par t icular bo th the way in which Guth 
adopted as his own evidence the fac ts summarized in the Delaware j udgmen t p. 48 
and the effect of the other evidence as to t he Defendant ' s conduct , such as 
t h a t relat ing to the hiring as t he Defendant ' s successive general managers p. 23 
of a former branch manager and another of the employees of the Plaintiff. 
Guth was the only witness examined who could and did speak of t he purpose 
which under lay the organization a n d activities of t he Defendant and its 
pa ren t Uni ted States company. Even in pr in t his evidence suggests t h a t 
he was no t a f r ank witness and the opinion of the learned t r ia l Judge as to 
t he real mot ive which determined the line of conduct Guth and his associates 
h a d followed, should not , in the Plaint iff 's submission, be overruled by an 
appel late t r ibunal even though i t m a y regard as unpersuasive some of t he 
ancillary considerations by which the tr ial Judge suppor ts his conclusion. 

16.—Instead of referring to the s t a tu to ry provisions the j u d g m e n t 
of the ma jo r i ty of the Supreme Court s ta tes t he issue in this way : 

30 " We now come to the at tack^against Pepsi-Cola. The question p. 195 
" is whether or no t t he names aregsimilar and confusing as likely to 
" mislead the consuming public. I t is no t a passing off action ; a n d 
" there is no evidence t h a t anyone has been misled. Where a 
" defendant ' s t r ade is of some standing, the absence of any instance 
" of ac tual confusion m a y be considered as some evidence t h a t 
" interference is unnecessary." 

The Plaintiff submits t h a t nei ther t he t e s t t hus s ta ted nor the inference 
t hus drawn f rom the absence of t he evidence of confusion is in accordance 
wi th the provisions of the Unfair Competition Act and t h a t t he effect of the 

40 application of t h a t tes t and of t he drawing of t h a t inference is to deprive 
the Plaintiff of the protect ion which the s t a tu t e purpor t s to give the owner 
of a registered mark . The observation as to a t rade which is of some 
s tanding is inapplicable to t he Defendant who s ta r ted in 1934 and did no t P-1 
succeed to the business of a n y other company, p. 23 
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RECORD The judgmen t h a d previously s ta ted : 
P-190 " . . . we shall assume the title of each party is established until it 

" becomes necessary, if it does, to determine that question." 
The Plaintiff submits t h a t this assumption, erroneous in so fa r as i t 

applies to the Defendant , contr ibuted to the conclusion adverse to t he 
Plaintiff. 

17.—The conclusion of the ma jo r i ty of the court is : 
p. 199 " We cannot say by tes ts of sight and sound t h a t the compound , 

" word ' Pepsi-Cola ' bears so close a resemblance to ' Coca-Cola ' 
" a s to be likely to cause confusion in the t rade or among the 10 
" purchasing publ ic ." 

b u t this conclusion is based upon and suppor ted b y the following remarks :— 
" The only similari ty between the two compound words here 

" in question lies in the inclusion of the word ' cola ' in bo th marks . 
" Plaintiff does not , and of course could not , claim a n y proprie-

t a r y r ight in the word ' cola ' s tanding alone. None the less, i t 
pp. 196,197 " i s plain t h a t the objection of the Plaintiff really goes to the 

registrat ion by any other person of the word ' cola ' in any com-
binat ion for a soft d r ink . " 

" The real basis of the Plaint i ff ' s claim is no t against the style 20 
of script let tering in which the Pepsi-Cola m a r k as registered or 

p-198 " used by the defendant is wri t ten. The basis of the claim is the 
use of t he compound word in any form obviously because i t 
contains the word ' cola.' " 

p. 199 " Here the Plaintiff is really a t t empt ing to secure a monopoly 
" of the word ' cola.' " 

Tha t th i s is no t a correct s t a t emen t of t he Plaint iff 's content ion appears , 
in i ts submission, f rom the passages, which in another connection are quoted 

P- 191 in the judgment , f rom the opening speech of i ts counsel a t t he tr ial of the 
action. The contention in fac t made was (and is) t h a t by vi r tue of the 30 
registrat ion and the s t a tu to ry r ights flowing f rom it, the Plaintiff is enti t led 
to p reven t the use, by others, on goods of the k ind in question, of marks 
so similar to the Plaint iff 's registered m a r k as is the Defendant ' s , which 
incorporates five of t he six definable features of the Plaint iff 's mark . These 
features are : 

(а) the word " Coca," 
(б) the word " Cola," 
(c) their hyphena ted conjunct ion in t h a t order, 
(d) the heavy black fancy let ters in which they are wri t ten, 
(e) the two initial script capitals, and 40 
(/) the underlining and overlining flourishes extending f rom these. 

The only fea ture of t he registered m a r k n o t common to bo th is t h e first, 
a n d the Defendant ' s m a r k exhibi ts no added distinguishing characteristic 
a p a r t f rom the presence of the word " Pepsi " instead of the word " Coca." 
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18.—The Plaintiff submits t h a t the learned tr ial Judge was r ight in 
t he method he adopted of comparing these two marks , and t h a t t he judg-
m e n t of t he ma jo r i t y of t he Supreme Court is erroneous in tha t , ins tead of 
adopt ing this course, t he marks have been compared only a f te r eliminating 
f rom consideration the resemblances due to the form of the let ters and 
decoration used in the two marks and, even more impor tant ly , t he presence 
in each of the word " cola." 

19.—To disregard the presence of t h a t word in bo th marks is incon-
sistent wi th the manner in which bo th the learned tr ial Judge a n d the 

10 Supreme Court disposed of t he Defendant ' s object ion to the val idi ty of 
the Plaint iff 's registration on the ground of i ts descriptiveness which is 
deal t with hereunder in para . 21. 

AS TO T H E CROSS-APPEAL. 

20.—The Plaintiff submits t h a t in order to succeed in its a t t a c k upon 
the t r ade-mark Coca-Cola, the Defendan t mus t show t h a t i t is no t registrable 
under ei ther s ta tu te . Section 23 of the Unfair Competition Act, 1932, 
provides wi th respect t o marks registered under t he Trade Mark and Design 
Act t h a t t hey " shall hereaf ter be governed b y the provisions of this Act, 
" b u t shall not , if properly made under the law in force a t t he t ime they were 

20 " made, be subject to be expunged or amended only because they might 
" no t properly have been made hereunder ." Sec. 52 gives the Exchequer 
Court jurisdiction on the application of any person interested, to order t h a t 
a n y en t ry be s t ruck ou t " on the ground t h a t a t the da te of such application 
" t he en t ry as i t appears on the register does no t accurate ly express or define 
" the existing r ights of the person appear ing to be the registered owner of 
" t he m a r k . " The m a r k should only be expunged therefore if i t failed to 
sa t isfy the provisions of the Unfair Competition Act in addi t ion to those of 
t h e Trade Mark and Design Act. 

The relevant provisions of the Trade Mark and Design Act were only 
30 t h a t the m a r k should have been " adopted . . . for the purpose of 

" distinguishing the goods " (Sec. 5) and t h a t i t should " contain the 
" essentials necessary to const i tute a t rade mark , properly speaking." 
(Sec. 11.) 

The Unfair Competition Act in Sec. 4 gives a f resh foundat ion for t he 
Plaint i ff ' s r ights by v i r tue of Sec. 4 (1), which so fa r as present ly mater ia l 
provides : 

" The person who, in association with wares, first uses or makes 
" known in Canada . . . a t r ade m a r k . . . shall be ent i t led to the 
" exclusive use in Canada of such t r ade m a r k . . . provided t h a t 

40 " such t rade m a r k is recorded in the register existing under t h e 
" Trade Mark and Design Act a t the da te of t he coming in to force 
" of this Act . " 

Under the Unfair Competition Act the expression " t rade mark " is defined 
(Section 2 (m)) as :— 



1 0 

" A symbol which has become adap ted to distinguish par t icular 
" wares falling within a general category f rom other wares fal l ing 
" within t h e same category, and is used b y a n y person in association 
" wi th wares enter ing in to t r ade or commerce for the purpose of 
" indicat ing to dealers in, and/or users of such wares t h a t they have 
" been manufac tu red , sold, leased or hired by him, or t h a t t hey 
" are of a defined s t anda rd or have been produced under defined 
" working conditions, by a defined class of persons, or in a defined 
" terri torial area, and includes a n y distinguishing guise capable of 
" const i tut ing a t rade m a r k . " 10 

21;—The Plaintiff submits t h a t the m a r k " Coca-Cola " was dist inctive 
a t i ts da t e of registrat ion in 1905 and, fu r ther , in 1932 did in fac t distinguish 
the Plaint i ff ' s beverage, so t h a t whichever t ime is regarded as critical 
f rom the point of view of distinctiveness the s t a t u t o r y conditions for a val id 
registrat ion were ful ly satisfied. 

The main a t t a c k made upon the Plaint iff 's m a r k was t h a t i t was 
descriptive and therefore no t properly registrable as a Trade Mark. The only 
evidence given touching this objection in a n y way was t h a t of Guth 
who in his examinat ion in chief said t h a t the Defendant ' s beverage :— 

" derives i ts name f rom two of i ts ou ts tanding ingredients, the 20 
p. 42 " first being pepsin, which aids digestion, and the other f rom the 

" marvellous flavour of the cola-nut, which is grown in the British 
" Jamaica Isles a n d Afr ica ," 

b u t on cross-examination, t he following passage occurs :— 
" Q. Now you told m y learned fr iends abou t the words Pepsin 

" a n d Cola being the basis of t he word ' Pepsi-Cola. ' Am I to t ake 
" i t f rom t h a t t h a t you regard the word ' Pepsi-Cola ' as merely 

p. 51 " descriptive of the dr ink ?—A. I certainly do not . I regard i t as 
" the t rade m a r k of t h a t company which has been in existence for 
" 4 1 years . " 30 

(This las t assertion was un t rue . The Defendant company was incor-
pora ted in 1934 and succeeded to the business of no other company.) 

The Defendant fu r the r sought to suppor t this po in t in a rgument by 
referring to dictionaries. 

On these ma t t e r s the learned t r ia l J u d g e said :— 
" I th ink i t m a y now be presumed t h a t t he Plaint iff 's m a r k has 

" become adap ted , in Canada, by i ts long and extensive use by the 
" Plaintiff , a n d i ts predecessor in business, to dist inguish t h e goods 

9 3 " o f t he Plaintiff, and this presumption has no t in a n y way been 
" rebut ted , in f ac t I do no t th ink i t has ever been p u t in question. 40 
" Fur ther , I do no t th ink the Plaintiff 's m a r k is descriptive or 
" misdescriptive. I do no t see how i t can be said t h a t t he compound 
" word ' Coca-Cola ' is descriptive of the Plaint i ff ' s beverage, largely 
" composed of carbonated water , even if i t contains a flavouring of 
" Coca leaves or the Kola nu t , which indeed, has no t even been 

RECORD 
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" properly established here if i t were a vi ta l point . . . I should RECORD 
" th ink t h a t t he words comprising the Plaint iff 's ma rk were unknown 
" in this country , a t least as the n a m e of a beverage before the 
" Plaint i ff ' s predecessor in business came to use the same for t h a t 
" purpose, and I doub t if i t would occur to anyone t h a t the beverage 
" was made f rom Coca leaves a n d the Kola nu t , bo th of which 
" products would be unknown to mos t people in Canada a t the da te 
" of t he adopt ion of the m a r k as the name of a beverage." 

In the Supreme Court Davis J . said : 
10 " I t is no t wi thout i ts own significance t h a t there is no evidence -

" in t he case now before us t h a t an ex t rac t or ingredient f rom 
" either cola n u t s or coca leaves forms any p a r t of the formula f rom 
" which the Plaintiff 's beverage is made. We doub t if the public p 1 9 3 
" who b u y and consume the beverage ever th ink in te rms of either 
" coca leaves or cola n u t s , " 

and Kerwin J . wi thout dealing specifically wi th this point , held generally 
t h a t there was no evidence to war ran t a declaration t h a t the m a r k was 2 0 2 
n o t registrable or an order t h a t i ts registrat ion be cancelled. 

The Plaintiff submits t h a t in view of these concurrent findings it is 
20 no t now open to the Defendant to contend t h a t the Plaintiff 's registration, 

in so far as i t related to the words " Coca-Cola " as such, was open to 
object ion on the ground of t he descriptiveness of ei ther the word " Coca " 
or the word " Cola " as applied to a beverage. In order t h a t a t rade 
m a r k registrat ion should be set aside on the ground of the mark ' s 
descriptiveness or misdescriptiveness, i t is not , in the Plaintiff 's submission, 
sufficient to show t h a t t he registered word has a dict ionary meaning which 
might be applicable to the goods ; i t m u s t appear t h a t t he common 
unders tanding of t he word is such t h a t i ts meaning would so clearly be 
applied to the goods t h a t the word could no t be dist inctive of the t rade 

30 m a r k owner 's relation to them. 

22.—The other grounds upon which the val idi ty of the Plaint i ff ' s 
registrat ion was a t t acked were (i) t h a t the m a r k h a d become publici juris 
by reasons of the manner in which the Plaintiff h a d used and permi t ted 
others to use it ; (ii) t h a t the registrat ion h a d been a b a n d o n e d ; and 
(iii) t h a t t he word " Cola " h a d been used for m a n y years by manufac turers 
of sof t dr ink beverages as a bona jide description of the character and 
qual i ty of their goods prior to the regis t ra t ion of the Plaint i f f ' s m a r k 
on November 11, 1905. 

23.—In suppor t of t he first of these three grounds, namely, t h a t the 
40 m a r k h a d become publici juris, t he Defendant led evidence directed to p. 57 

showing t h a t the Plaintiff h a d supplied syrup to bott lers and soda founta in 
proprietors, whom t h e y permi t ted to a d d carbonated wate r and to sell 
the beverage. The learned t r ia l Judge rejected the Defendant ' s contention 
t h a t this course of business had affected the Plaint iff 's rights, saying : 

" This a r rangement in the product ion of an article of this k ind 
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p. 92 " i s vir tual ly a product ion by the Plaintiff itself, and I do n o t 
" th ink this contention of the Defendant is one of subs tance ." 

In the Supreme Court the point is no t deal t wi th specifically in the 
j udgmen t of Kerwin J . , bu t in t he j udgmen t of the m a j o r i t y of the court 
i t is said t h a t 

" The evidence a t t he t r ia l was no t developed sufficiently on 
" this branch of the case to show explicitly how these bott l ing 
" concerns, or the retail dealers who purchase f rom them, actual ly 
" sold the beverage. I t would seem to be a fair inference f rom the 

P-195 " evidence t h a t i t was sold under the name ' Coca-Cola ' b u t if 10 
" the Plaint i ff ' s course of dealing wi th the syrup and the sales 
" to the public of t he beverage made f rom the syrup were to be 
" relied upon as an abandonmen t b y the Plaintiff of i ts t r a d e m a r k 
" t he facts should have been plainly establ ished." 

The Plaintiff submits t h a t for the reasons given by bo th Courts this 
ground of a t t a ck on the val idi ty of the registered m a r k fails. 

24.—No evidence was given in suppor t of t he second ground, namely, 
t h a t the registrat ion h a d been abandoned a n d th is po in t is no t deal t wi th 
in a n y of t he judgments below. The only evidence possibly relevant to 
the th i rd ground, namely, t h a t t he word " Cola " h a d been used for m a n y 20 
years b y other manufac tu re r s of sof t dr ink beverages pr ior to t he da t e of 
t h e Pla int i f f ' s regis trat ion, consists of four of t h e t h i r t y certificates of 
registrat ion p u t in by the Defendant . These certificates all relate to 
m a r k s for medicinal or tonic preparat ions , a n d in the Plaint i ff ' s submission 
are i r re levant n o t only because the goods ment ioned are no t similar 
t o those of the Plaintiff , b u t also because the certificates do n o t afford 
a n y evidence of use of the marks covered by them, since t h e y do no t fall 
within the provisions of Sec. 18 of the Unfair Competition Act, 1932, 
quoted above in pa ragraph 8. 

25.—The Plaintiff submits t h a t the judgment of the Supreme Court 30 
of Canada should be affirmed in so fa r as t he Defendant ' s counterclaim was 
thereby dismissed, a n d t h a t i t should be reversed a n d the usual relief 
consequent upon establishing an inf r ingement of a valid t r ade m a r k 
should be granted in so fa r as by the said judgment i t was ad judged t h a t 
t he use of the Defendant ' s m a r k was no t an inf r ingement of the Plaint i ff ' s 
r ight for t he following among other 

REASONS. 

(1) Because t h e registrat ion of t h e Plaint i f f ' s t r ade m a r k is 
valid. 

(2) Because t h e said m a r k was n o t open to objection as being 40 
clearly ei ther descriptive or misdescriptive of t h e Plaint i f f ' s 
goods either when registered in 1905 or when included in the 
new register in 1932. 
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(3) Because there is no evidence of the use of ei ther of t he words 
included in the said m a r k by other manufac tu re r s as a 
description of the character or qual i ty of p roducts similar 
t o t h a t of t he Plaintiff. 

(4) Because there is no evidence t h a t the Plaintiff has used 
or pe rmi t t ed the use of its m a r k in such a way as to cause i t 
to lose i ts distinctiveness. 

(5) Because the Defendant has used a m a r k which is " similar " 
in the s t a tu to ry sense to the Plaint i f f ' s registered m a r k 
and has thus infr inged the Plaint i f f ' s r ights to the exclusive 
use of t h a t m a r k under t he provisions of t he Unfair 
Competition Act, 1932. 

(6) Because the learned tr ial Judge was r ight in holding t h a t 
the Plaint i ff ' s m a r k was infr inged by the Defendants . 

(7) Because the learned trial J u d g e was r ight in comparing the 
marks as wholes and the ma jo r i ty of t he Supreme Court 
wrong in disregarding certain features of correspondence 
of the marks in question. 

(8) Because the Supreme Court misdirected themselves as 
to the law and as t o the admissibili ty and weight of the 
evidence. 

(9) Because the Supreme Court reversed the decision of t he 
learned tr ial Judge on the issue of inf r ingement wi thou t 
sufficient cause. 

K . E . S H E L L E Y . 

G. H . L L O Y D JACOB. 
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SUPPLEMENT. 

T R A D E M A R K a n d D E S I G N ACT. 

(R. S. c. 201.) 

What shall 5. All marks , names, labels, brands , packages or other business 
be deemed devices, which are adopted for use b y any person in his t rade , business, 
to be trade occupation or calling, for the purpose of distinguishing any manufac ture , 
m a r s ' p roduc t or article of a n y description manufac tu red , produced, compounded, 

packed or offered for sale by him, applied in any manner whatever ei ther 
to such manufac tu re , p roduc t or article, or to a n y package, parcel, case, 
box or other vessel or receptacle of a n y description whatsoever containing 10 
the same, shall, for t he purposes of th is Act, be considered and known as 
t r ade marks . 

* * * 

Minister 11. The Minister m a y refuse to register a n y t rade m a r k or union 
may refuse l a b e l : — 

(a) if he is no t satisfied t h a t the appl icant is undoubted ly enti t led 
to t h e exclusive use of such t r ade m a r k or union l abe l ; 

(b) if t he t r ade m a r k or union label proposed for registrat ion is 
identical wi th or resembles a t rade m a r k or union label a l ready 
registered ; 

(c) if i t appears t h a t the t rade m a r k or union label is calculated 20 
to deceive or mislead the public ; 

(d) if t he t r ade m a r k or union label contains any immoral or 
scandalous figure ; 

(e) if t he so-called t r ade mark does no t contain the essentials 
necessary to const i tute a t rade mark , properly speaking. 
1927, c.*71, s. 3. 

* :]= 

How regis- 1 3 . Subject to the foregoing provisions, the proprietor of a t r ade 
tration may m a r k m a y , on forwarding to the Minister a drawing and description in 
be e ecte . duplicate of such t r ade mark , and a declarat ion t h a t t he same was no t in 

use to his knowledge b y any other person t h a n himself a t the t ime of his 30 
adopt ion thereof, together with the fee required by this Act in t h a t behalf, 
a n d on otherwise complying with the provisions of th is Act in relation to 
t rade marks and with the rules and regulations made thereunder , have such 
t r ade m a r k registered for his own exclusive use. 

to register 
trade mark 
or label in 
certain 
cases. 
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2. Thereaf ter such proprietor shall have the exclusive r ight to use t h e Exclusive 
t r ade mark to designate articles manufac tu red or sold b y him. t o , 

° trade mark. 
* * * 

19. An action or suit m a y be main ta ined by any proprietor of a t r ade Suit by 
mark against any person who uses the registered mark of such proprietor , proprietor, 
or any f raudulen t imita t ion thereof, or who sells any article bearing such 
t rade mark or any such imita t ion thereof, or contained in any package of 
such proprietor or purpor t ing to be his, contrary to the provisions of this Act. 

* * * 

10 48. Every certificate under this Act t h a t any t r ade m a r k or indus t r ia l No proof of 
design has been duly registered in accordance wi th the provisions of th is signature 
Act, which purpor t s t o be signed b y the Minister or the Commissioner of of ce r t l f i-
Pa t en t s shall, wi thout proof of the signature, be received in all courts in c a t c 

Canada as prima facie evidence of t he fac ts therein alleged. R. S., c. 71, 
s. 45; 1919, c. 64, s. 2. 

U N F A I R C O M P E T I T I O N ACT, 1932. 

(22-23 Geo. V. c. 38.) 

2. In this Act, unless the context otherwise requires : Inter-
pretation. 

(c) " Design m a r k " means a t rade m a r k consisting of an a rb i t r a ry " D e s j „ n 
20 and in itself meaningless ma rk or design, or of a representat ion of some marp. " 

object or objects, or of let ters or numerals in series or otherwise, or of a 
combinat ion of two or more of t he foregoing elements, and depending for 
i ts distinctiveness upon i ts form and colour, or upon the form, a r rangement 
or colour of its several par ts , independent ly of any idea or sound capable 
of being suggested by the par t icular seq uence of t he let ters and/or numerals , 
if any, forming par t , thereof, or by their separat ion in to groups, and includes 
a n y distinguishing guise capable of const i tut ing a t r ade m a r k ; 

(e) " O w n e r " in relation to a t rade mark , means either t he person "Owner", 
who has an exclusive r ight to use the m a r k in association wi th his wares in 

30 such a way as to indicate to dealers in and/or users of such wares t h a t t hey 
have been manufac tu red , sold, leased or hired by him, or, in t he case of a 
t rade mark adopted for use in such a way as to indicate only t h a t t he wares 
in association wi th which i t is used are of a defined s t andard or t h a t t hey 
have been produced under defined working conditions, by a defined class . 
of persons or in a defined terr i torial area, means the person, t r ade union, 
commercial association or adminis t ra t ive au thor i ty by which the said 
s tandard , working conditions, class of persons or area has been defined ; 

(h) " Similar," in relat ion to t r ade marks , t r ade names or distinguishing " S imi lar" . 
guises, describes marks , names or guises so resembling each other or so 
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" Trade 
mark". 

" Word 
mark ". 

Deliberate 
adoption of 
trade mark 
known in 
Canada 
forbidden. 

clearly suggesting the idea conveyed by each other t h a t the contemporaneous 
use of bo th in the same area in association wi th wares of t h e same k ind 
would be likely to cause dealers in and/or users of such wares to infer t h a t 
t he same person assumed responsibility for their character or quali ty, for 
t he conditions under which or t he class of persons by whom they were 
produced, or for their place of origin ; 

(m) " Trade m a r k " means a symbol which has become adap ted 
to distinguish par t icular wares falling within a general category f rom other 
wares falling within the same category, and is used by any person in 
association wi th wares entering in to t r ade or commerce for t h e purpose .10 
of indicat ing to dealers in, and/or users of such wares t h a t t hey have been 
manufac tu red , sold, leased or hired by him, or t h a t they are of a defined 
s t andard or have been produced under defined working conditions, b y a 
defined class of persons, or in a defined terri torial area, and includes a n y 
distinguishing guise capable of const i tut ing a t rade m a r k ; 

(o) " Word m a r k " means a t r ade m a r k consisting only of a series 
of let ters and/or numerals and depending for its distinctiveness upon the 
idea or sound suggested b y the sequence of the let ters and/or numerals 
a n d their separat ion in to groups, independent ly of the form of t he let ters 
or numerals severally or as a series. 20 

3. No person shall knowingly adop t for use in Canada in connection 
wi th any wares any t r ade m a r k or any distinguishing guise which— 

(a) is a l ready in use in Canada b y any other person and which 
is registered pu r suan t to t he provisions of this Act as a 
t rade m a r k or distinguishing guise for t h e same or similar 
wares ; 

(b) is a l ready in use b y any other person in any count ry of the 
Union other t h a n Canada as a t rade m a r k or distinguishing 
guise for the same or similar wares, and is known in Canada 
in association wi th such wares by reason either of the distr ibu- 30 
tion of t he wares in Canada or of their adver t i sement therein 
in any pr in ted publicat ion circulated in the ordinary course 
among potent ia l dealers in and/or users of such wares in 
C a n a d a ; or 

(c) is similar to any t r ade m a r k or distinguishing guise in use, 
or in use and known as aforesaid. 

Exclusive 4 . ( l ) The person who, in association wi th wares, first uses or 
use of makes known in Canada, as provided in the last preceding section, a t r ade 
trademark m a r ^ c o r a distinguishing guise capable of const i tut ing a t rade mark , shall 

be ent i t led to the exclusive use in Canada of such t rade m a r k or dis-
t inguishing guise in association wi th such wares, provided t h a t such t r ade 

R.S., c. 201. m a r k is recorded in the register existing under the Trade Mark a n d Design 
Act a t the da t e of the coming in to force of this Act, or provided t h a t in 
compliance wi th the provisions of this Act he makes application for the 
registrat ion of such t r ade m a r k within six mon ths of t he da t e on which 

40 
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this Act comes in to force, or of the da t e of his first use thereof in Canada, 
or of the da te upon which the t rade mark or distinguishing guise was first 
made known in Canada, as provided in the last preceding section, and 
thereaf te r obtains and main ta ins registrat ion thereof under t he provisions 
of this Act. 

(2) The use of a t rade m a r k or a distinguishing guise capable of Use of 
const i tut ing a t r ade m a r k by a person who is not registered as t he owner trade mark 
thereof pu r suan t to the provisions of this Act shall no t confer upon such e r 

person a n y r ight , t i t le or in teres t therein as agains t the person who is owner. 
10 registered as the owner of the same or a similar t rade m a r k or 

distinguishing guise. 
(3) Notwi ths tanding the provisions of subsection one of this section, Times 

the person who first uses or makes known in Canada, in association with within 
wares a t r ade m a r k or a distinguishing guise capable of const i tut ing a . 
t r ade mark , m a y apply for and secure registrat ion thereof a f te r t he f o ^ ^ s t r a -
expirat ion of any of the periods of six mon ths specified by subsection one, t j o n m a v 
provided the same or a similar t rade mark or distinguishing guise has no t be made, 
been registered by another for use in association wi th the same or similar 
wares, bu t such application shall not be allowed or the registrat ion of 

20 such t rade mark m a d e before the expiration of a period of six mon ths 
from the da te of such application. 

(4) No person shall ins t i tu te a n y proceedings in any court to p reven t No suit 
the infr ingement of any t rade m a r k unless such t r ade mark is recorded unless 
in the register maintained pursuant to this Act. Trade Mark 

° registered. 

5. Excep t as thereunto authorised by the registered owner thereof, Distribution 
no person shall sell, dis t r ibute or advert ise in Canada, any wares in associa- ise~ 
t ion wi th any t rade m a r k or distinguishing guise which, pu r suan t to the w r o n g iy 
provisions of this Act, has been adopted and registered by any other trade-
person for use in association with the same or similar wares. marked 

wares for-
* * * bidden. 

30 10. Any person who adop ts a t rade mark , t rade n a m e or distinguishing Burden of 
guise identical wi th or similar to a t rade mark , t r ade name or distinguishing P r 0 ° f o f 

guise which was in use, or in use and known as aforesaid, shall be presumed ) ' a v m g . 
to have knowingly adop ted the same unless i t is established ei ther— adopted a 

(a) t h a t , in the case of a t r ade mark , the ownership thereof 
in Canada passed to the person by whom the same was e 

adopted , or, in the case of a t rade name or distinguishing 
guise no t being a t rade mark , t h a t the same was adopted 
wi th the consent of the person by whom the same was in 
use ; or 

40 (b) t ha t , a t the t ime of the adopt ion of the t rade mark , t r ade 
n a m e or distinguishing guise, the person who adopted i t was 
in ignorance of the use of t he same or of a similar unregistered 
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Acts of 
unfair 
competition 
forbidden. 

t r ade m a r k or a similar t r ade n a m e or distinguishing guise, 
and t h a t in adopt ing i t t h e person by whom i t was adopted 
ac ted in good fa i th and believed himself to be enti t led to 
adop t and use i t ; or 

(c) t h a t the person by whom such t rade mark , t r ade name or 
distinguishing guise was adopted has continuously used the 
same in the ordinary course of his business and in substant ia l ly 
the manner complained of during the five years immediate ly 
before the commencement of the proceedings. 

11. No person shall, in t he course of his business : 
(a) make a n y false s t a t ement tending to discredit the wares of a 

competi tor ; 
(b) direct public a t ten t ion to his wares in such a way tha t , a t 

the t ime he commenced so to direct a t t en t ion to them, it 
might be reasonably apprehended t h a t his course of conduct 
was likely to create confusion in Canada between his wares 
and those of a competi tor : 

(c) adopt any other business practice cont rary to honest 
industr ial and commercial usage. 

10 

Special 
proceedings 
to restrain 
proposed 
distribution 
of falsely 
trade- • 
marked 
wares. 

16.—(1) If i t is m a d e to appear to t he Exchequer Court of Canada 20 
or to a n y superior court t h a t any t r ade m a r k which is registered pu r suan t 
to the provisions of this Act, or any t r ade name, or any indication of 
a place of origin, has been f raudulent ly or unlawful ly applied to any w-ares 
which have been impor ted into Canada or are abou t to be dis t r ibuted 
in Canada, or t h a t the use in Canada of such t r ade mark or t rade name 
by the importer or dis t r ibutor of such wares is cont ra ry to the provisions 
of this Act, the court m a y make an order for the inter im custody of such 
wares pending a final determinat ion of t he legality of their impor ta t ion or 
distr ibution. 

Effect of 18.—(1) In any action for the infr ingement of any t rade mark , the 30 
certificates product ion of a certified copy of the record of t he registrat ion of such 
tioiTo'f m a r k made pu r suan t to t he provisions of this Act shall be pr ima facie 
tradc°mark evidence of the fac ts set out in such record and t h a t the person named 

therein is the registered owner of such m a r k for the purposes and within 
the terri torial area therein defined. 

(2) Such a certified copy shall also, subject only to proof of clerical 
error therein, be conclusive evidence tha t , a t the da te of the registration, 
t he t rade m a r k therein ment ioned was in use in Canada or in the terri torial 
area therein defined for the purpose therein set out , in such manner t h a t 
no person could thereaf ter adopt the same or a similar t rade m a r k for the 40 
same or similar goods in ignorance of the use of the registered m a r k b y the 

Certified 
copy as 
evidence. 
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owner thereof for the said purpose in Canada or in the defined territorial 
area within Canada. 

19. If it appears to the court that a registered trade mark was not Defences 
registrable by the person by whom the application for its registration was P 
made, the owner thereof shall not be entitled to any remedy or relief in an 
action for the alleged infringement of such mark without other evidence certificates 
of his rights than the mere production of a certified copy of the record relied upon, 
of the registration. 

sfc Hs H* 

22.—(1) There shall be kep t under t he supervision of t he Registrar Register of 
10 a register of t rade marks in which, subject as hereinaf ter provided, any J/a(?e 

person m a y cause to be recorded any t rade mark he has adopted, and a r s ' 
notifications of any assignments, transmissions, disclaimers and judgments 
relating to such t rade mark . 

(2) The register shall specify the date upon which each of the trade Particulars 
marks recorded therein was registered, and shall contain an abstract of therein, 
the statements contained in the applications for the registration of such 
marks respectively, and of any documents deposited with such applications, 
or filed with the Registrar subsequent to the making of the applications 
and affecting the right to such trade marks respectively. 

20 23.—(1) The register now existing under the Trade Mark and Design Present 
Act shall form p a r t of the register main ta ined pu r suan t to this Act, and, register of 
subject as hereinaf ter provided, all entries therein shall hereaf ter be Trade 
governed by the provisions of this Act, bu t shall not , if proper ly made ^ t inued 
under the law in force a t t he t ime they were made, be subjec t to be R s c 2oi 
expunged or amended only because they might no t properly have been 
made hereunder. 

(2) The Registrar m a y a t any time, and shall a t the request of any Notice 
application for the registrat ion of a t rade m a r k under this Act, by notice t o o w n e r s-
in writ ing require t he owner of any t r ade m a r k or union label on the 

30 register at the date of the coming into force of this Act to furnish to him 
within four months from the date of the notice the information which 
would have been required on an application for the registration of such 
trade mark under this Act. 

(3) If such informat ion is no t furnished pu r suan t to such notice, the Further 
Registrar shall by a fu r the r notice, fix a reasonable t ime within which, if notice on 
t he informat ion is no t furnished, the record of the registrat ion shall be default, 
liable to be expunged, and i t m a y be expunged accordingly b y the 
Registrar if no objection is made by the owner of the mark , or by 
judgment , declarat ion or order of t he Exchequer Court of Canada if he 

40 enters an objection. 
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Word or 
design 
marks. 

Service. (4) Any such notice as aforesaid shall be deemed to have been 
sufficiently given if sent to the person appearing f rom the record to be the 
owner of such m a r k addressed to him a t his address as s ta ted in the 
applicat ion for the registrat ion of the m a r k or for t he last renewal thereof, 
and if any other later or more accurate address is known to the Registrar , 
a t such la ter or more accurate address, and also addressed to him in care 
of the person to whom the certificate of registrat ion or of the last renewal 
thereof was sent a t the t ime of i ts issue. 

(5) Marks registered before the coming in to force of this Act shall 
be t rea ted as word marks or as design marks according to the following 10 
rules :— 

(a) Any m a r k consisting of words and/or numerals only wi thout 
any indication of a special form or appearance shall be 
deemed to be a word mark ; 

(b) Any other m a r k consisting of words and/or numerals only 
shall be deemed to be a word m a r k if a t the da te of i ts 
registrat ion t h e words and/or numerals would have been 
registrable independent ly of any defined special form or 
appearance and shall also be deemed to be a design m a r k 
for reading m a t t e r present ing the special form or appearance 20 
defined ; 

(c) Any m a r k including words and/or numerals in combina t ion 
wi th o ther features shall be deemed to be a design m a r k 
having the features described in the application therefor bu t 
wi thou t any meaning being a t t r i bu t ed to the words or 
numerals , which shall, however, also be deemed to const i tute 
a word m a r k if and so fa r as t hey would a t the da te of regis-
t ra t ion have been registrable independent ly of any defined 
form or appearance and wi thout being combined wi th a n y 
other fea ture ; 30 

(d) Any other ma rk shall be deemed to be a design m a r k having 
the features described in the application therefor . 

Register 
to be open 
to inspec-
tion. 

25. The register and the documents upon which the entries therein 
are based shall be open to inspection by the public during business hours 
a n d a copy of any en t ry in the register or of any such document , certified 
b y the Regis t rar under his official seal, shall be furnished b y him upon 
request a n d upon p a y m e n t of t h e fee prescribed therefor . 

What word 26.—(1) Subject as otherwise provided in this Act , a word m a r k shall 
marks are be registrable if i t — 40 
registrable 

(а) does n o t contain more t h a n th i r ty let ters and/or numerals 
divided in to no t more t h a n four groups ; 

(б) is no t the name of a person, firm or corporat ion ; 
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(c) is not , t o an English or French speaking person, clearly 
descriptive or misdescriptive of t he character or qual i ty of 
t he wares in connection wi th which i t is proposed to be 
used, or of t he conditions of, or t he persons employed in, 
their product ion, or of their place of origin ; 

(.d) would n o t if sounded be so descriptive or misdescriptive to 
an English or French speaking person ; 

(e) is not t h e name in a n y language of any of t he wares in 
connection wi th which it is to be used ; 

10 • (/) is no t similar to, or t o a possible t rans la t ion into English or 
French of, some other word m a r k already registered for use 
in connection wi th similar wares ; and 

(g) is no t such as to suggest t he name in French or English of some 
fea ture of a design m a r k a l ready registered for use in 
connection with similar wares which is so characterist ic of 
t he design m a r k t h a t i ts n a m e would no t be unlikely to be 
used to define or describe the wares in connection wi th which 
the design m a r k is used. 

(2) An applicat ion for t he registrat ion of a word m a r k otherwise Exception. 

20 registrable shall no t be refused on the ground t h a t t he mark consists of or 
includes a series of let ters or numerals which also const i tu te or fo rm p a r t 
of t h e name of t he firm or corporat ion by which t h e applicat ion for 
registrat ion is made. 

2 7 . Subject as hereinaf ter provided, any design m a r k m a y be regis- What 
tered if i t— des iSn 

(a) is no t identical wi th or similar t o any design m a r k already m a * s a r c 
. . i j? • i • -.1 • registrable. registered for use m connection wi th similar wares ; 

(6) is no t such as to be likely to mislead dealers in and/or users 
of the wares in connection with which it is proposed to be 

30 used as to t he character or qual i ty of such wares or as to t he 
conditions of or t he persons employed in their product ion 
or as to their place of origin ; 

(c) is not such t h a t , by reason of one of its principal character-
istics being a representat ion of something which obviously 
suggests a word m a r k already registered for use in connection 
wi th similar wares, i t is likely t h a t such word mark , or some 
word resembling the same, would be used to define or 
describe t h e wares in connection wi th which the design m a r k 
is used. 

40 28.—(1) Notwi ths tanding any th ing hereinbefore con t a ined :— Special pro-
* * * visions as 

to registra-
(b) Similar marks shall be registrable for similar wares if t he t ionof 

appl icant is t he owner of all such marks , which shall be certain 
marks. 
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known as associated marks , b u t no group of associated 
marks shall include both a ma rk in tended to indicate t h a t 

Similar the wares bearing i t have been manufac tu red , sold, leased, 
marks. or hired by the owner of t he mark and a m a r k in tended to 

indicate t h a t t h e wares bearing i t are of a defined s t andard 
or have been produced under defined working conditions, by 
a defined class of persons or in a defined terr i tor ial area ; 

* * H= 

Recording 
changes of 
ownership. 

Assign-
ments and 
licences. 

44.—(1) Whenever it is made to appear to his sat isfact ion t h a t any 
person who appears on the register t o be an owner of a registered t r ade 
m a r k has ceased to be so and t h a t some other person has become 10 
by assignment or transmission the owner of such mark , the Regis t rar 
shall note the change of ownership accordingly on the record of t he 
registration. 

(2) A registered t rade m a r k shall no t be assigned or t r ansmi t t ed 
except in connection and concurrent ly with an assignment or transmission 
of t he good will of t he business carried on in Canada in association wi th 
the wares for which such m a r k has been registered, and in a n y case such 
t rade m a r k shall be t e rmina te wi th such goodwil l ; provided however t h a t 
any registered owner of a t r ade m a r k whose headquar te rs are s i tuate in 
Canada and who is enti t led to its exclusive use in connection wi th 20 
a business carried on in Canada m a y assign the r ight to use such t r ade 
m a r k in any other count ry , in association wi th a n y wares for which such 
t r ade m a r k is registered, in connection and concurrent ly wi th his assign-
men t of t he goodwill of t he business carried on in such other count ry in 
such wares, provided t h a t t he g ran t of such r ight is fo r thwi th recorded 
b y the g ran to r of such r ight in t he register main ta ined pu r suan t to this Act. 

Renewal of 50.—(1) If a m a r k has been on the register wi thout renewal for the 
registration period hereinaf ter specified less four months , the Regis t rar shall t ake the 
of trade act ion prescribed under t he last preceding section on the ground t h a t t he 
m a r k - person appearing f rom the register t o be the owner thereof has ceased to 30 

use the same. 

Periods of (3) The period specified in subsection one of this section shall be as 
registration f 0 ] l 0 w s : — 

(a) I n t he case of a n y specific t r ade mark on the register main-
ta ined under t h e Trade Mark and Design Act a t t he da t e 
of t h e coming in to force of th is Act , twenty-f ive years f rom 
the da t e of the original registrat ion or of the last renewal 
t h e r e o f ; 

* * * 
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52.—(1) The Exchequer Court of Canada shall have jurisdiction, on Jurisdiction 
the application of the Regis t rar or of any person interested, to order t h a t o f E x _ 

a n y en t ry in t he register be s t ruck out or amended on the ground t h a t a t (jQ ĵ.̂  
t he da te of such application the en t ry as i t appears on the register does no t amend 
accurately express or define the existing r ights of the person appear ing t o be register. 
the registered owner of the mark . 

* * * 

53. Eve ry application under t he nex t preceding section shall be made Summary 
either by the filing wi th the Regis t rar of t he Court of an originating notice disposition 
of mot ion or by counterclaim in an action for t he infr ingement of t he mark . 

10 61.—(1) Any application for t he registration of a t r ade mark received 
by the Regis t rar a t any t ime before the expirat ion of a m o n t h f rom the day 
upon which this Act comes into force shall be dealt wi th in accordance with 
the provisions of the Trade Mark and Design Act , and registrat ions made Repeal, 
pursuan t to such applications shall for the purposes of this Act be deemed R.S., c20l. 
t o have been on the register a t t he da te upon which this Act comes into 
force. 
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